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Information Paper

regarding the EU Patent Jurisdiction (European Court System)

English translation

(incorporating the supplement position paper of 28 March 2008 under point I11.4)

From:  The Austrian Patentanwaltskammer (Patent Bar)

To:

The Austrian Patent Office, Presidential Office

Dated: 10 March 2008

Representation Rights of Austrian Patentanwalte

before European Court of First Instance,

the European Court of Justice

and the intended EU Patent Court (EU Patent Jurisdiction)

Position Paper of the Austrian Patentanwaltskammer

Legal Status

Article 19 of the Statute of the court of Justice of the European Communities (StECJ) provides for
that the Member States and the Institutions of the Communities shall be represented by an agent
before the Court of Justice. The agent may be assisted by an advisor or a lawyer. The same
applies for Member States of the European Economic Area. According to Art. 19 StECJ all other

parties must be represented by a lawyer, whereby the relevant para 4 of Art. 19 reads as follows :

,Only a lawyer (,,Anwalt*) authorised to practise before a court of a Member State
or another State which is a party to the Agreement on the European Economic Area

may represent or assist a party before the Court.*

It shall be verified whether an Austrian Patentanwalt is a lawyer (,Anwalt*) within the meaning of
Art. 19 StECJ and accordingly is currently already authorised to represent in IP matters before the
CFl and the ECJ, in particular in appeals against decisions of the Boards of Appeals of OHIM
(Office for Harmonization in the Internal Market) according to Art. 63 of Council Regulation (EC)
No. 40/94 on the Community Trade Mark (Community Trade Mark Regulation) and in cases of
complaints concerning other IP rights, e.g. according to Art. 61 of Council Regulation (EC) No.
6/2002 on Community Designs (Community Design Regulation), and also against other decisions
concerning IP rights, such as for example according to Art. 73 of Council Regulation (EC) No.
2100/94 on Community Plant Variety Rights.
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As it is envisaged to take the provisions regarding representation rights according to Art. 19 StECJ
over to the intended EU patent jurisdictions Austrian Patentanwélte would have a right of
representation before the intended EU Patent Court if they qualify as “lawyer” within the meaning

of Art. 19 StECJ even without an explicit, special provision.

1. Satisfying the conditions according to Art. 19 StECJ

As far as is evident, the CFl interpreted Art. 19 StECJ on three occasions. First, the CFI found in
its order T—14/04 of 9 September 2004 that Mr A. Pluckrose, a British Patent Agent, does not fulfil
the requirements according to Art. 19 StECJ. Afterwards, the CFI judged in its order T-445/04 of
28 February 2005 that Ms A. Bomann, a Swedish law graduate, not a member of the Bar, does not
fulfil the requirements according to Art. 19 StECJ. Both orders were not appealed. Finally, the CFI
reiterated its interpretation of Art. 19 StECJ in the judgment T-315/03, in which representation by a
German Patentanwalt was denied without examining whether a German Patentanwalt satisfies the

previously set out conditions.

Thus, according to the CFl, Art. 19 has to be interpreted as follows :

.,.Moreover, it is clear from the fourth paragraph of Article 19 of the Statute of the
Court of Justice that two cumulative conditions must be satisfied in order for a person
to be able validly to represent parties other than Member States and Community
institutions before the Community Courts: that person must be a lawyer (advokat,
according to the Swedish version) and he must be authorised to practise before a
court of a Member State or of another State which is a party to the EEA Agreement.
Those requirements are essential formal rules and failure to comply with them will

result in the action being inadmissible.*

In the order T-445/04, it is further specified in para 7 that :

,.The reason for the requirement imposed by Article 19 of the Statute of the Court of
Justice is that a lawyer is regarded as a collaborator in the administration of justice,
required to provide, in full independence, and in the overriding interests of that
cause, such legal assistance as the client requires. The counterpart of that protection
lies in the professional discipline laid down and enforced in the general interest by
the institutions endowed with the requisite powers for that purpose. Such a conception
reflects the legal traditions common to the Member States and is also to be found in
the legal order of the Community (see, by way of analogy, the judgment in Case
155/79 AM & S v Commission [1982] ECR 1575, paragraph 24).*
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Thus, the requirements according to Art. 19 StECJ in view of the interpretation of the CFI can be

summarised as follows :

A person satisfies the requirements only if she/he
(a) is alawyer (,Anwalt), whereby this requires that the person is:

(aa) a collaborator in the administration of justice, required to provide, in full
independence, and in the overriding interests of that cause, such legal assistance as

the client requires;

(bb) subsect to professional discipline laid down and enforced in the general interest by

the institutions endowed with the requisite powers for that purpose;

(b) is authorised to practise before a court of a Member State or another State which is a
party to the EEA.

1.1 Lawyer (,,Anwalt“)

In order to satisfy the criterion of Jlawyer® (,Anwalt”) according to Art. 19 StECJ, the CFI has

accordingly stipulated two cumulative conditions, namely :

(aa) being collaborator in the administration of justice through full independence and in the

overriding interests of that cause such legal assistance the client requires, and

(bb) being subject to professional discipline.

1.1.1 Collaborator in the administration of justice

Introducing it shall be mentioned that professional advice and representation rights of
Patentanwélte in Austria is — as it could be assumed due to the profession’s title — in no way
restricted to patent matters. Rather the sphere of activities of Austrian Patentanwélte
encompasses the entire legal area of Intellectual Property Law in the widest sense. Sec 16 (1)
and (2) Patentanwaltsgesetz (IP Attorneys Act) (IPAA) read :

(1) The Patentanwalt is authorised to professionally give legal advice with regard to
inventions, plant variety protection, semiconductor protection, trade mark and design
protection, and also is authorised to professionally represent before the Patent Office and
before the Supreme Patent And Trade Mark Tribunal as well as in matters of plant variety

protection before the responsible administrative authorities.

(2) In legal disputes, whereof the subjects are matter of para 1, the word is to be

consented to a Patentanwalt by request of a party to.*
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Accordingly, the title ,Patentanwalt” is based on historical grounds, whereby at present in the
Austrian legal system a Patentanwalt is more a patent, trade mark, design, etc. attorney, i.e. an
attorney for all Intellectual Property (IP) matters; thus, the correct English translation might be
+IP Attorney*.

By way of comparison, the advisory and representation rights of Austrian Rechtsanwélte, whose
right of representation according to Art. 19 StECJ was never questioned, is more general, i.e. not
directed to a specific legal area. Sec 8 (1) and (2) of the Rechtsanwaltsordnung (Attorney—at—law
Act) (ALA) read :

..(1) The right of representation of Rechtsanwalt extends to all courts and authorities
of the Republic of Austria and includes the power to professionally represent parties
in all judicial and out—of—court matters, and in all public and private matters. Before
all courts and authorities, the reference to the power of attorney replaces its

documentary evidence.

(2) The authorisation of comprehensive professional representation of parties in the
sense of paral is restricted to Rechtsanwilte. The professional rights of notaries
(Notare), IP attorneys (Patentanwilte), chartered accountants (Wirtschaftstreu-

hédnder), and chartered engineers (Zivilingenieure) are not affected by this.**

A comparison of these two provisions shows the professional advisory and representation rights of
Patentanwiélte are restricted to a specific legal area and special courts, whereas Rechtsanwélte is
granted a general right to represent parties in any legal matter. In particular, however, in Sec 8 (2)
ALA it is stipulated that the professional rights of Patentanwélte are not affected by the rights of
Rechtsanwdlte, i.e. that in all IP matters Patentanwélte and Rechtsanwdlte are authorised to

advise and represent professionally.

Accordingly, in view of the above explanations, both kind of attorneys (Patentanwélte and

Rechtsanwélte) are collaborators in the administration of justice.

It results from Sec. 17 IPAA that the legal assistance of a Patentanwalt is in full independence and

in the overriding interests of the client; it reads as follows :

., 1 he Patentanwalt is obliged to conduct all taken over representations with diligence,
and to protect the interests of his party with eagerness and loyalty. He is empowered
to submit everything he deems to be useful according to law in order to represent his
party, and make use of all offences and defences in any manner which does not

contradict his power of attorney, his conscience and the law.**
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In addition, the Patentanwalt is also bound by the Professional Code of Conduct of the Austrian

Patentanwaltskammer. Sec 13 (1) of this professional Code of Conduct reads :

,.The first and foremost professional duty of a Patentanwalt is loyalty to his party.
Interests of the Patentanwalt and consideration for colleagues have to be put aside in

case of a conflict.

The corresponding condition for Rechtsanwélte is found in Sec 9 (1) ALA and reads :

,.The first and foremost professional duty of a Rechtsanwalt is loyalty to his party.
Interests of the Rechtsanwalt and consideration for colleagues have to be put aside in

case of a conflict.

This means that Patentanwadilte as well as Rechtsanwélte are collaborators in the administration of
justice, who in full independence and in the overriding interests of the client have to give legal

support to those requiring it.

Accordingly, point (aa) above, which was interpreted by the CFI in its decisions T-14/04 and
T—445/04 to satisfy the definition of ,lawyer” in terms of Art. 19 StECJ is undoubtedly satisfied by

an Austrian Patentanwalt (likewise to an Austrian Rechtsanwall).

1.1.2 Membership with a Bar and professional duties

For Austrian Patentanwélte membership in the Austrian IP Bar (Patentanwaltskammer) is
compulsory. Sec (1) (1) and (2) IPAA read :

,.(1) The profession of a Patentanwalt is a free profession. Only those registered in the
list of Patentanwilte or in the index according to Sec 16b (1) are authorised to

practise this profession subject to Sec 1a (1).

(2) Patentanwilte registered in the list of Patentanwilte form the Austrian

Patentanwaltskammer (Section 1V).**

Patentanwiélte registered in the list of Patentanwélte must comply with the disciplinary requisites of

the Austrian Patentanwaltskammer.
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IPAA

»oec 45. (1) A Patentanwalt, who violates the duties of his profession or who
through his conduct impairs, either within or outside his profession, his honour or
reputation, shall be subject to disciplinary measures according to the following

conditions.

(2) The fact that the same misfeasance or abstention is also to be pursued by a

court or by an administrative authority does not hinder disciplinary prosecution.

Sec 49. To execute disciplinary proceedings a Disciplinary Committee is set up as
first instance with the Austrian Patentanwaltskammer and as second and last instance
the Disciplinary Senate is set up at the Federal Ministry for Traffic, Innovation and
Technology. The operative expenditure for the Disciplinary Committee and for the

Disciplinary Senate has to be born by the Austrian Patentanwaltskammer.

Sec 50. (1)  The Disciplinary Committee consists of a member of the Patent Office

as chairman, who is qualified in law, and two Patentanwilte.

(2) The Disciplinary Senate consists of a judge as chairman and a legal and a

technically qualified member of the Patent Office and two Patentanwiilte.

(3) The members of the Disciplinary Committee and of the Disciplinary Senate

must not belong to the Board (Sec 35).“

Austrian Rechtsanwélte must comply with the corresponding regulations of the Rechtsanwalts-

kammer.

ALA, Sec 1

..(1) To practise law in the Republic of Austria, no official appointment is required,
merely satisfying the following prerequisites must be evidenced and entering in the

list of Rechtsanwilte (Sec 5 and 5a).

Professional duties of Rechtsanwélte are regulated in the Disciplinary Statute for Attorneys—at—law
(DSt). Sec 1 reads:
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1.2

(1) A Rechtsanwalt, who negligently violates the duties of his profession through his
conduct, impairs, either within or outside his profession, the profession’s honour or
reputation, commits a breach of discipline.

(2) Breaches of discipline are to be handled by the Disciplinary Committee.

(3) In general, the control of professional duties lies with the Committee of the

Austrian Rechtsanwaltskammer (Sec 23 ALA).*

In summary, it is mandatory for Austrian Patentanwélte (as well as for Rechtsanwdlte) to be a
member of the Bar (Chamber) and accordingly to comply with the professional duties regulated
under the IPAA, which are laid down in the public interest and are controlled by independent

bodies empowered for this purpose.

Accordingly, Austrian Patentanwélte (like Austrian Rechtsanwélte) undoubtedly fulfil the conditions
stipulated in the jurisprudence of the CFI concerning membership in a Bar and underlying

professional duties (point (bb)).

Since Austrian Patentanwdlte (like Austrian Rechtsanwadlte) — as shown above — thus satisfy the
conditions of a ,lawyer* (Anwalf) as interpreted in the jurisprudence of the CFl on Art. 19 StECJ,
the first of both cumulative requirements of Art. 19 StECJ (provision (a)) is clearly met by Austrian

Patentanwdlte.

Right to appear before a court of a Member State

As already inferred from above cited Sec 16 (1) IPAA, a Patentanwalt is in particular authorised to
professionally represent parties before the Supreme Patent and Trade Mark Tribunal (Oberster
Patent— und Markensenat). The Supreme Patent and Trade Mark Tribunal is a board not subject to
directives with judicial impact according to Art. 133 para 4 of the Austrian Federal Constitution; its
decisions are not subject to cessation or amendment by an administrative authority. Thus, it is
clearly a court within the meaning of Art. 234 of the Treaty establishing the European Community
(EC Treaty). That the Supreme Patent and Trade Mark Tribunal is a court, was already judged by
the ECJ in the judgment C-246/05, cf. recital 21:

.1t follows from the foregoing that the Oberster Patent- und Markensenat is a court
or tribunal within the meaning of Article 234 EC and that the Court therefore has

jurisdiction to answer the questions submitted to it by that body.**

The Supreme Patent and Trade Mark Tribunal is even a Supreme Court in terms of Art. 234 (3) EC
Treaty, obliged to bring questions before the ECJ since its decisions can be appealed to a further

instance. The only option to contest a decision by the Supreme Patent and Trade Mark Tribunal is
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an extraordinary appeal to the [Austrian] Constitutional Court of Justice (CCJ). However, the
CCJ can only decide whether the legal basis of the contested decision is in line with the Austrian
Constitution, whether the constitutionality granted right of property was violated, or respectively
whether the decision was enacted in violation of the principle of equality in a conceptually
impossible or arbitrary application of the law (cf. Beetz in Kucsko, Trade Mark Protection 2005,
page 646; Constitutional Court of Justice, 30 November 1999, B 889/97, published in OBI 2000,
page 90 ff.).

Thus, the Supreme Patent and Trade Mark Tribunal is the Austrian IP Supreme Court, i.e. the

highest instance deciding upon the validity of IP rights.

Since the Supreme Patent and Trade Mark Tribunal is undoubtedly a court of a Member State in
terms of Art. 19 StECJ, even the Supreme Court for deciding on validity of IP rights and Austrian
Patentanwdlte are authorised to professionally represent before this Supreme Court according to
Sec 16 IPAA, Austrian Patentanwaélte also satisfy the second cumulative condition (b) set up by the
CFl in interpreting Art. 19 StECJ.

Accordingly, Austrian Patentanwdlte are lawyers (“Anwélte”) within the meaning of Art. 19 StECJ,
and are authorised to practise before a court of a Member State; accordingly, Austrian

Patentanwélte are authorised to represent a party before the Court of Justice (in all IP matters).

It shall also be referred to Sec 16 (2) IPAA, according to which a right of audience is granted to
Austrian Patentanwélte in any litigation before other civil and criminal courts. Accordingly, the
rights of Austrian Patentanwdlte to practise before a court of a Member State are not restricted to
the Supreme Patent and Trade Mark Tribunal, but Austrian Patentanwélte rather have a right of
audience before all Austrian civil and criminal courts in all IP matters. Although only Austrian
Rechtsanwélte are so far entitled to conduct proceedings in these cases due to their
comprehensive rights of representation, Austrian Patentanwdlte have a right of audience; which

also already constitutes a “right to practise” within the meaning of Art. 19 StECJ.

This division of the rights of representation can be compared to the English legal system, in which
in IP matters (apart from the Patents County Court) solicitors and patent litigators as well as trade
mark litigators are entitled to the right to conduct proceedings, whereas barristers do not have this
right to conduct proceedings, rather they have the (exclusive) right of audience. Barristers from the
United Kingdom were already recognised in countless proceedings before the ECJ and CFI as
parties’ representatives. Accordingly, — apart from their sole right to represent parties before the
Supreme Patent and Trade Mark Tribunal — Austrian Patentanwélte have also a representation
right according to Art. 19 StECJ due to their right of audience before all courts other than the

Supreme Patent and Trade Mark Tribunal.
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Explicit regulation of representation rights of Patentanwaélte and/or European Patent

Attorneys with additional qualification

If Art. 19 StECJ is construed in accordance with the interpretation of Art. 19 StECJ of the CFl,
Austrian Patentanwélte should already have a representation right before the Court of Justice due
to their qualification as lawyer (“Anwalf’) as Austrian Patentanwélte doubtlessly satisfy all the
conditions set up by the CFI when interpreting Art. 19 StECJ. However, the CFI denied a right of
representation to a German Patentanwalt in its judgment T-315/03 without thoroughly examining
whether a German Patentanwalt satisfies the conditions set up in the interpretation of Art. 19
StECJ. Thus, it seems reasonable to provide for an explicit regulation regarding the representation
rights of European Patent Attorneys with an additional EU qualification and/or additionally national

qualified IP attorneys (Patentanwélte) in order to serve the principle of legal certainty.

Qualification standards

In the recently published working paper 7001/08 of the Council Working Group regarding the

envisaged EU Patent Jurisdiction of 27 February 2008 [= annex 1 to FICPI/AU0O8/CET/1601] it is stated :

,»Any European Patent Attorney with EU certificate should be allowed to solely

represent a party.*

The Austrian Patentanwaltskammer is very much in favour of the sole representation right of
European Patent Attorneys with an additional qualification. The Austrian Patentanwaltskammer
additionally shares the opinion of the working group that persons who are solely qualified as
European Patent Attorneys shall only have a right of audience but not have a sole right of

representation.

However, in this regard it seems doubtful what kind of additional qualification (“EU certificate”) is
requested as Austrian Patentanwélte who are without exception also qualified as European Patent

Attorneys already possess a thorough dual, i.e. technical and legal, education.

Although the Austrian Patentanwaltskammer does by no means oppose on additional qualification
(“EU certificate”), such additional qualification does not seem to be necessary for representatives
who are already qualified as European Patent Attorneys and Austrian Patentanwélte since already
very high educational standards are requested for becoming and Austrian Patentanwalt. Accord-
ingly, such an additional qualification (“EU certificate”) seems reasonable as a fall-back—solution
for Member States, where no regulated IP profession exists, which is bound to high qualification

standards. Austrian Patentanwélte already have a technical and legal education, and thus are

already in the possession of the necessary technical and legal knowledge in order to represent

their clients before a future European Patent Jurisdiction.
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In this regard reference shall be made to the very strict educational standards for Austrian

Patentanwélte.

To be entered in the list of Patentanwélte the candidate must first have completed at least 5 years
of university studies (in the field of technology or natural sciences), and then be legally trained over

five years as a pupil with a Patentanwalt already registered in the list of Patentanwélte.

During this five—years legal education the pupils usually take the European Qualifying Examination
(EQE) in order to become a European Patent Attorney. In order to pass this examination, the

candidates need particularly be conversant with :

European Patent Law, the Patent Cooperation Treaty (PCT), the Paris Convention, EPO
Board of Appeal case law, national laws as far as applicable to European patent applications

and patents.

The Qualifying Examination lasts 20,5 hours, extending over three days, whereas the high
standards which are demanded to the candidates may be guessed in view of the percentages of

candidates failing to pass the examination, which regularly lies between 60 % and 75 %.

However, this Qualifying Examination for European Patent Attorneys is solely a small part of the
qualification of an Austrian Patentanwalt. For becoming an Austrian Patentanwalt the candidate
must pass the Austrian IP Bar Examination at the end of his education which lasts for at least
ten (1) years (at least five years studies plus five years legal education). According to Sec 11 (1)
IPAA the IP Bar Examination requires comprehensive legal knowledge by the attorneys’

candidates :

“The Qualifying Board has to ascertain that the examination candidate is exhaustively
skilled in the Austrian legal provisions on the field of patents, utility models,
supplementary protection certificates, trade marks, designs, plant variety protection, and
regarding the IP Attorney Act, and with respect to pertinent cross—national treaties as
well as with the law on experts and regarding the preparation and issue of expert
opinions, whether the candidate is sufficiently familiar with the provisions of the
Austrian Competition Law and the most important foreign legal regulations on the latter
mentioned fields, as well as with the Austrian provisions in the areas of Constitutional
Law, Administrative Law, Civil Law, Commercial Laws and Civil Procedural Law, as
far as the latter are relevant for the practise of a Patentanwalt, and whether he possesses
the required professional knowledge and necessary perception, judgment, and
sophistication necessary for their practical use, as well as whether he proves a structured

pleading. The oral examination has to be preceded by a written examination.”
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,,Die Prifungskommission hat sich zu tiberzeugen, ob der Prifungskandidat iber
eingehende Kenntnisse der Osterreichischen Rechtsvorschriften auf dem Gebiet
des Patent—, Gebrauchsmuster—, Schutzzertifikats—, Halbleiterschutz—, Marken—,
Muster—, Sortenschutz— und Patentanwaltsrechts und des einschlégigen zwi-
schenstaatlichen Vertragsrechts sowie auf dem Gebiet des Sachverstandigen-
wesens und der Gutachtenerstellung verfigt, ob er mit den Vorschriften des
Osterreichischen Wettbewerbsrechts und mit den wichtigsten ausléandischen
Rechtsvorschriften auf diesen Gebieten sowie mit den 6sterreichischen Rechts-
vorschriften auf dem Gebiet des Verfassungsrechts, Verwaltungsrechts, birger-
lichen Rechts, Handelsrechts und Zivilprozessrechts vertraut ist, soweit diese
Vorschriften fir die Téatigkeit eines Patentanwalts von Bedeutung sind, und ob er
die erforderlichen fachlichen Kenntnisse, die zur praktischen Anwendung der
Vorschriften erforderliche Auffassung, Urteilsgabe und Gewandtheit, sowie
einen geordneten Vortrag besitzt. Der miindlichen Prifung hat eine schriftliche
Prifung vorauszugehen.*

Accordingly, the legal knowledge of Austrian Patentanwélte (who are also qualified as European
Patent Attorneys) is not at all restricted to technical knowledge and specific legal knowledge of the
patent laws, but rather goes far beyond this and covers particularly also the areas of Civil Law and

Civil Procedural Law.

Accordingly, persons who are qualified as European Patent Attorneys and Austrian Patentanwélte
are best qualified for representing solely the interests of their clients before the envisaged EU Patent
Jurisdiction. Due to their unique dual, i.e. technical and legal, education they are best qualified for
interconnecting technical and legal questions, whereas the interconnection of technical and legal

questions is one of the specialities of all contradictory patent infringement or nullity proceedings.

Accordingly, the Austrian Patentanwaltskammer is also in favour of having mixed senates sitting
on the bench, i.e. having judges who are primarily legally educated, and other judges being
primarily technically educated. However, it shall be mentioned that the legally qualified judge will
not be able to neglect the technical facts, thus will gain a certain technical qualification (at least
due to their professional experience), and also the technically qualified judges must have a legal
qualification. Accordingly, the complete facts of the case and the technical and legal problems

resulting therefrom, should be understood by all of the judges.

In this regard, it may be mentioned that Austrian Patentanwélte act on a part-time basis as judges at
the Commercial Court of Vienna and the appellate court, the Upper Provincial Court of Vienna, which
are the competent courts for patent infringement proceedings in Austria. In this function, the contribution
of the Patentanwalt is not at all restricted to bring technical competence to the senate, but rather their
thorough legal knowledge is required. Accordingly, the decisive legal questions are usually answered in

a leading role by the Patentanwalt together with the two professional judges on the bench.

For a jurisdiction which aims to satisfy highest quality standards, it is therefore obligatory to satisfy
highest qualification standards. This is only satisfied if the parties’ representatives are legally and

technically qualified.
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2. Costs

Further — apart from quality standards —, it is one of the primary objects of creating a European
Patent Jurisdiction to offer a cost efficient dispute solution, whereas such this jurisprudence of high

quality is in particular accessible to European SMEs.

However, this would not be guaranteed if Austrian Patentanwélte, who possess the necessary
legal and technical qualification, would not be allowed to represent the interests for their clients
before the envisaged EU Patent Jurisdiction. In case that — without any justifying reason — also a
Rechtsanwalt would mandatorily need to be engaged, the costs would be doubled. Thus, in

particular for SMEs access to jurisprudence of high quality would not be guaranteed anymore.

Accordingly, also due to cost reasons, Austrian Patentanwélte shall be admitted as sole

representatives.

3. Equity considerations

Additionally, it would also be absolutely inequitable to exclude Austrian Patentanwélfe from the
envisaged EU Patent Court, the CFI, and the ECJ as according to Art. 104 (2) of the Rules of
Procedure of the Court of Justice Austrian Patentanwélte are already authorised to represent
parties in proceedings regarding preliminary rulings in case the Supreme Patent and Trade Mark
Tribunal refers questions to the ECJ. Austrian Patentanwélte have already made use of their
representation right in the proceedings C-246/05. Further to this, German Patentanwélte, whose
position in the German legal system is comparable to the position of Austrian Patentanwélte in the
Austrian legal system, have also represented successfully in several proceedings for preliminary
rulings before the ECJ (cf. legal matters C-251/95, C-39/97, C-392/97, C-305/00, C-182/01).

If Austrian Patentanwélte are not admitted to represent in patent proceedings, actions according to
Art. 63 of the Community Trade Mark Regulation on similar actions, this would result in the
completely inequitable situation where Austrian Patentanwélte may have a right of representation
in complex gquestions of interpretation relating to European law before the Supreme Court of
Justice of the European Communities, but not in first instance proceedings, in which typically legal
issues such as equivalence or validity in patent matters, and distinguishing character, likelihood of
confusion of trade marks, etc. are dealt with, i.e. legal questions which belong to the daily business
of every Austrian Patentanwalt. Accordingly, in view of the representation rights of Austrian
Patentanwélte in proceedings with regard to preliminary rulings Austrian Pafentanwélte must also
be admitted as representatives in all other proceedings relating to IP before the planned Patent

Jurisdiction, the CFI, and the ECJ due to equity considerations.
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4. Full right of representation (NB: SUPPLEMENT POSITION PAPER OF 28 MARCH 2008)

Article 28 of the preliminary set of provisions for the future EU Patent Court [see EU Council working

document st7728/08 = annex 2 to FICPI/AUO8/CET/1601] must be strictly rejected.

In case that attorneys being specialised in IP law (= Patentanwdlte) are not considered to be
lawyers (Anwalf) according to Art. 19 StECJ and/or Art. 28 (1) of the preliminary set of provisions
(this was at least the view of the CFI in one first instance decision regarding a German
Patentanwalt due to wrong legal findings), specific provisions for the right of representation of
nationally qualified Patentanwélte need to be incorporated in the provisions of the envisaged EU

Patent Court as well as in the Statute of the ECJ regarding other IP matters.

It is more than astonishing that the profession who is regulated by law for the representation in
patent matters (= Patentanwalte) is not at all mentioned in the draft (st7728/08). Such a removal or
exclusion of the only profession that has the necessary (legal and technical) knowledge for
representation would not only be detrimental to the whole profession but also not be beneficial for

a jurisprudence of high quality.

Only for sake of completeness, it shall be mentioned that Austrian Patentanwélte are the legal
profession who has (in all instances) the right to solely represent in the following proceedings (as

well as Rechtsanwélte and Notare):

— Nullity actions and/or cancellation actions regarding patents, utility models,
trademarks, designs, etc.,

— disentitlement actions regarding patents,

— actions for declaring a patent dependent of another patent,

— actions for naming an inventor,

— actions for prior user rights,

— declaratory actions regarding infringement and/or non—infringement of patents,

— actions regarding grant of a compulsory licence.

For qualifying as Austrian Patentanwalt, the candidate has proven to have the necessary

qualification for all of these different kinds of proceedings.

Contrary to this, European Patent Attorneys have not proven the necessary qualification and thus
do not at all have a right of representation in these proceedings; generally speaking, they are not
qualified to represent in IP matters in Austria. Accordingly, the sole right of representation for
European Patent Attorneys (in case of possession of a Patent Litigation Certificate) in actions for

revocation of patents before the central division might be a suitable solution for Member States in
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which there is no specialised regulated legal profession for IP matters (= Patentanwalf). However,
it cannot serve as a fall-back solution for nationally qualified IP attorneys who are additionally

qualified as European Patent Attorneys.

If Austrian Patentanwélte are not regarded as Anwiélte (= lawyer), this would mean that their high
qualification level (cf. point 11.1) as well as their rights of representation in their home country are
completely neglected. The whole profession would be cut back to a partial aspect of their
qualification (admittance as European Patent Attorney) and to a minor part of their representation
rights. Such a degradation of a whole profession cannot be in the interest of the European

Communities and in particular not of the stakeholders of the planned EU Patent Jurisdiction.

Accordingly, if Patentanwélte are not considered as Anwdlte, a specific provision is stringently
required for Patentanwélte, who according to national law have the right of representation before a
court (in Austria: Supreme Patent and Trade Mark Tribunal). Austrian Patentanwélte are not at all a
singular case. Rather at least members of the corresponding regulated professions in Great Britain,
Germany, Czech Republic, Estonia, Hungary, Liechtenstein, Latvia and Poland do also have a right
of representation in IP matters and/or specialised courts. Why should all these attorneys being

admitted for representation in their home country now lose their representation rights?

Specialised attorneys (= Patentanwélte) stringently belong to the now envisaged specialised court

(Patent Court).

That for example Austrian Patentanwélte so far are not allowed to solely represent in infringement
actions in patent matters (although they are allowed to solely represent in declaratory actions for
infringement or non—infringement of patents before the corresponding specialised authorities), has
only historical reasons as infringement actions so far do not fall in the jurisdiction of a specialised

court but rather in the jurisdiction of an ordinary civil court.

However, if now a specialised court for patent disputes is created, it is obvious that the
representation rights of Austrian Patentanwélte must comprise every kind of proceedings which
falls in the jurisdiction of this specialised court (cf. also recent international developments, e.g. full
right of representation for British Patent Attorneys before the Patents County Court created in
1990, full right of representation for the 1993 in Liechtenstein created profession of Patentanwiélte).
There is no justification why Austrian Patentanwélte should only have a very restricted right of
representation before the planned EU Patent Court compared to their rights of representation in
their home country or even why they should not at all be allowed to represent their clients (as

according to the document st7728/08).

In this regard, the high qualification standards of Austrian Patentanwaélte (cf. as aforementioned)
shall be mentioned. Patentanwélte are the sole profession whose members have proven detailed

legal knowledge of different legal areas which are of importance for patent disputes by passing
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their qualification examination. This legal knowledge does not only comprise patent law and
procedural rules but also covers general civil law, international and European law, etc. (cf. remarks

under point 11.1).

The allegations of self-announced “Patent Lawyers” (cf. letter of the European Patent Lawyer
Association (EPLAW) of 18 March 2008) that patent attorneys do not have the necessary legal

knowledge are at least for Austrian Patentanwélte not true.

The Association EPLAW additionally alleges in their letter of 18 March 2008 that interests of clients
and justice are best served if the client is represented by a lawyer cooperating with a “patent
attorney”. As in the working document st7001/08 exclusively “European Patent Attorneys” are
mentioned, this might be true for European Patent Attorneys not admitted before Austrian IP
Authorities. However, this is not at all true for nationally qualified Austrian Patentanwélte (as well

as for qualified members of corresponding European IP professions).

In disguise of the interests of clients, a mandatory representation of a Rechtsanwalt is argued by
EPLAW, whereas it is merely in the interests of the association itself to argue for a monopoly of
representation for members of EPLAW. However, it would be far more reasonable for consumer
protection to equally provide for the mandatory representation by a Patentanwalt, who — as far as he
considers this reasonable in a specific case — may cooperate with a Rechtsanwalt. However, it would
not at all be in the interests of clients and justice to provide for a monopoly of representation by
Rechtsanwélte as compared to nationally qualified Patentanwélte. Rather it is in the interests of
Rechtsanwdlte themselves — obviously being afraid of not being instructed for representation in a
considerable amount of cases — that Rechtsanwélte would further be protected from competition with

the legal profession whose members are technically and legally qualified, namely Patentanwélte.

In view of the lack of knowledge (technical knowledge and knowledge of patent law) by the vast
majority of Rechtsanwélte, it seems even reasonable to consider whether Rechtsanwélte should only
be admitted for representation and/or co—representation in case of an additional specialised qualificaion
(EU Patent Litigation Certificate). This would protect the specialised Patent Court from protracting

proceedings and unqualified pleadings being submitted by non—specialised Rechtsanwadilte.

In truth, the question which legal profession (Rechtsanwélte or Patentanwélte) is better qualified, is
not apt to justify a monopoly of representation for one of the two legal professions, as in a particular
case sometimes the emphasis will be more technical, in other cases the emphasis will be more legal.
Exactly these circumstances, depending on the particular case, are a strong argument against a
monopoly of representation for a single legal profession. It should rather be up to the free decision of
the representing Patentanwalt or Rechtsanwalt to cooperate with a member of the other legal

profession if he considers this to be appropriate (in the interests of his clients).
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The further argument of the EPLAW Association that the planned EU Patent Court is an integral
part of the Community’s Judicial System with the ECJ and that therefore Patentanwélte should not
be allowed to represent in first instance, has already no basis in view of Art. 104 (2) of the Rules of
Procedure of the ECJ. According to this provision, the (IP) Attorney who represents before the
court referring questions for a preliminary ruling to the ECJ is self—evidently also admitted for
representation before the ECJ. Patentanwélte do regularly make use of this right (cf. sole
representing Patentanwélte in several proceedings before the ECJ, e.g. see C-246/05, C-495/07,
C-182/01, C-305/00, etc.)

If a client is represented in a patent dispute solely by a Rechtsanwalt, solely by a Patentanwalt, or,
however, by a Patentanwalt as well as a Rechtsanwalt, cooperating with each other, should solely be
the free choice and decision of the client. However, it should not be dictated to the client that he must
be represented by a Rechtsanwalt only for protecting professional interests of specific lawyers’
groups; such a forced blessing would — without any objective justification — lead to doubling of costs

and to a distortion of a competition in the legal services sector.

Accordingly, the preliminary provisions set out in st7728/08 shall be amended in order to reflect
(representation) rights of IP attorneys being nationally admitted before court (e.g. in AT, GB, DE,
CZ, EE, HU, LI, LV, PL, etc.). Thus, the amendment should include that clients have the free
choice of being represented by Patentanwalt and/or Rechtsanwalt in all kinds of proceedings which

fall within the jurisdiction of the planned specialised court.

(NB: END OF SUPPLEMENT POSITION PAPER OF 28 MARCH 2008)

Violation of Art. 3 (1) lit. g EC Treaty

According to Art. 3 (1) lit. g EC Treaty the activities of the Community shall include a system

ensuring that competition in the internal market is not distorted.

Apart from the Fact the Austrian Patentanwiélte fulfil the requirements to for representing parties
before the ECJ according to Art. 19 StECJ as pointed out above, an exclusion of Austrian
Patentanwélte would also result in a violation of Art. 3 (1) lit. g EC Treaty; according to this
provision, the Community is obliged to create a system, ensuring the competition in the internal
market is not distorted. By ensuring such a harmonious, balanced and sustainable development of
economic activities and a high degree of competitiveness and non vengeance of economic
performance. In order to achieve these objects, specific provisions for membership and Member
States are laid down in Articles 81 to 89; reference can be made to the extensive case law of the

ECJ for enforcing competition free of distortion.
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Austrian Patentanwélte are economic participants of the internal market and therefore strive for a
distortion—free competition. In particular, there is also lively competition between legal professional
representatives, i.e. Patentanwélte and Rechtsanwélte. For example, Rechtsanwélte have a right of
representation before the European Patent Office (EPO) and the Board of Appeals (BoA) according
to Art. 134 (8) EPC (to the extent that a Rechtsanwalt is entitled in his place of business to the right of
professional representation in patent matters). Due to their missing qualification in patent matters,
Rechtsanwélte make only use of their representation rights to a very limited extent. However, already
yet there is competition between Rechtsanwdlte and Patentanwélte in patent matters. There is even
more intensive competition in trade mark matters. Rechtsanwélte are empowered to represent
according to Art. 89 (1) lit. a as well as those representatives who are entitled according to
Art. 89 (1) lit. b Community Trade Mark Regulation, who are registered in a list maintained by OHIM.
Austrian Patentanwélte, who according to Sec 16 (1) IPAA inter alia are authorised to represent in
the area of trade mark law before Austrian authorities, are accordingly registered according to
Art. 89 (2) Community Trade Mark Regulation in this list maintained by OHIM.

For the legal services to be rendered before OHIM, there is intensive competition between
Patentanwdlte and Rechtsanwdlte. If Austrian Patentanwélte are excluded from representing in
actions against the decisions of the Board of Appeals (BoA) of OHIM according to Art. 63
Community Trade Mark Regulation (and Art. 61 Community Design Regulation and other
Community IP rights), this would result in a substantial distortion in the legal services sector.
Clients, who have the free choice between a Patentanwalt and a Rechtsanwalt for proceedings
before OHIM, would mandatorily have to choose a Rechtsanwalt in any action against a decision
of the BoA of OHIM. If Austrian Patentanwélte are excluded from representing their clients in
actions according to Art. 63 Community Trade Mark Regulation (and Art. 61 Community Design
Regulation) (even though they are authorised to represent their clients in corresponding
proceedings before the competent Supreme Court in Austria), Patentanwélte would have to
transfer the case, which they have previously represented before OHIM and the BOA, to a

Rechtsanwalt competing with them for the representation before OHIM.

The same applies to the representation before the EPO in case Patentanwélte would be excluded
from representation before the planned EU Patent Jurisdiction as e.g. in nullity proceedings before
the planned EU Patent Court exactly the same legal questions are dealt with as in parallel

opposition or appeal proceedings before the EPO.

Accordingly, clients would appropriately already chose a Rechtsanwalt for representation before
the EPO or OHIM in order to avoid the risk of incurring additional costs in the event of
representation by a Patentanwalt before the EPO or OHIM when the case has to be transferred
from a Patentanwalt to a Rechtsanwalt. In case of direct representation by a Rechtsanwalt before

the EPO or OHIM, such costs would not arise.
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Should, therefore, Austrian Patentanwélte be excluded from representing their clients before the
planned EU Patent Court, the CFI, and the ECJ, this would result in a considerable distortion of the

competition in the legal services sector and thus constitute a clear violation of Art. 3 (1) lit. g EC Treaty.

Of course, it has to be taken into account that the statutory requirement of a mandatory
representation according to Art. 19 StECJ is justified even though it limits the free movement of
services. The nationality of such a statutory requirement of mandatory representation is on the one
hand to ensure high quality of legal advice and legal representation for the public, and on the other
hand to avoid a delay or respectively extension in legal proceedings due to representation by less
qualified agents, and thus to ensure that the Court of Justice is confronted only with submissions
which an Anwalt has checked and found to be appropriate (cf. also Attorney General Roemer in his
final opinion of 2 December 1964 in C-108/63).

According to jurisprudence of the ECJ, restrictions are justified if they are not discriminating, are
demanded for compelling reasons of general interest and proportional (also appropriate and not

excessive, i.e. that the same outcome cannot be attained by less restricting measures).

The ECJ has also recognised that such compelling reason are guaranteeing the quality of service,
protecting the consumer, and proper course of proceedings, as well as guaranteeing professional
regulations. In view of the specific circumstance of certain service providers (in this case
Patentanwélte and Rechtsanwélte) such demands put on the service providers are not to be seen
as incompatible with the EC Treaty, which arise from applying the regulations for the specific kind
of activities (services of Patentanwélte and Rechtsanwiélte); cf. C-131/01 — ltaly, paras 28, 29, 44;
C-76/90 — Sdger, para 15; C—288/89 — Mediavet, para 15; C-55/94 — Gebhard, para 39, point 6.

The mandatory representation by a professional representative (“Anwalf’) is therefore justified for
compelling reasons of general interest and proportional. However, mandatory representation
according to Art. 19 StECJ can in no way serve as justification to distort competition (in violation of
Art. 3 (1) lit. g EC Treaty) between specialised IP lawyers “Patentanwélfe” and general lawyers
(“Rechtsanwaélte”). An exclusion of Austrian Patentanwélte would only be justified if Austrian
Patentanwélte would be unqualified, non-regulated legal service providers, which, however, does not
at all apply with respect to Austrian Patentanwélte. In this respect, reference can be made to the
aforementioned corresponding professional provisions of Patentanwélte and Rechtsanwdlte under

Point I.1 and to the high qualification requirements for Austrian Patentanwélte under point II.1.

Accordingly, it cannot at all be argued that on grounds of an efficient judicial proceedings the
parties must mandatorily be represented by a Rechtsanwalt even though Austrian Patentanwélte
are specialised lawyers, who after at least ten years of education (!) (studies and practical training)
are in no way less qualified in all IP matters and associated substantive and procedural laws than

generally trained Rechtsanwdilte.
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An exclusion of Austrian Anwdélte, who are specialised in IP laws, i.e. Patentanwélte, from
representing their clients before the planned EU Patent Court, the CFl, and the ECJ in all IP
matters (which would only be justified on grounds of efficient judicial proceedings and protection of
the client seeking qualified advice), would thus be a clear violation of the obligation of the
Community regulated in Art. 3 (1) lit. g EC Treaty, to create a system which protects competition

from distortion (also of legal services) within the internal market.

In closing, it should be pointed out that in proceedings before the Supreme Patent and Trade Mark
Tribunal on a regular basis at least one party is represented by a Patentanwalt and every now and
then also a Rechtsanwalt represents at least on one side. This free competition between
representatives of different legal professional associations exits only for the benefit of the client

and should in no way be hindered before European Courts.

IV. Conclusion

In conclusion, Austrian Patentanwélte satisfy all the criteria set up in the jurisprudence of the CFI
and interpreting Art. 19 StECJ and qualify as lawyer (“Anwélte”), who are authorised to practise
before a court of a Member State, and accordingly must also be authorised to represent parties
before the planned EU Patent Court, the CFI, and the ECJ in all IP related proceedings. This place

already in view of the present Statutes of the ECJ.

However, for sake of legal certainty the Statute of the ECJ and/or the planned EU Patent
Jurisdiction should explicitly provide for a right of representation of qualified (national and before
the EPO) Patentanwélte. Such a sole right of representation is strictly demanded for reasons of a
jurisprudence of high quality, reasons of costs, and in order to secure distortion—free competition

between different legal practitioners for the benefit of the clients.

Additionally, Austrian Patentanwdlte already have a right of representation in proceedings for
preliminary rulings (cf. C—246/05) typically involving complex legal interpretation of European laws,
such that an exclusion from representing in proceedings concerning the vocational core of Austrian

Patentanwdlte would be completely inequitable.

Rainer Beetz
8 April 2008
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