outline of the obviousness inquiry IN THE UNITED STATES
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I. Overview of Discussion -- Validity vs. Patentability

II. Patentability

A. Nonobviousness Defined

III. Case Law

A. Standard of Review

B. Requirements for Nonobviousness

C. Graham v. John Deer Factors

D. Disputed Issues

1. Person of ordinary skill in the art.  Who is?

2. When you can you combine references?

3. In prima facie case how can you overcome it?

IV. Burden of Persuasion in Validity Dispute

V. The Motivation to Combine or Modify References to Argue Nonobviousness

A. Factors include

1. Where to Find Motivation

2. Review Skill in the Art

3. The Standard for Simple Art

4. Feasibility vs. Desirability

5. References that Teach Away

6. The Sufficiency of Evidence

7. The Impropriety of Hindsight Reconstruction

8. The Use of a Single Reference

VI. The Use of Secondary Considerations to Boost Nonobviousness

A. Unexpected Results

B. Copying

C. Failed Attempts by Others/Long Felt Need

D. Licensing Proofs

E. Commercial Success of the Particular Claimed Subject Matter

VII. Obviousness Standards Based on Different Art Classifications

A. Design Patents

B. Chemical/Biotechnology Patents

C. Business Methods Patents

VIII. Six Practical Examples

A. Example 1:  Ryko Manufacturing Co. vs. Nu-Star, Inc. (950 F.2d 714, Federal Circuit, December 4, 1991).  The Court affirmed an invalidity ruling under Section 103 on a patent for a combination for activating automatic car wash systems by concluding that the patented device would have been obvious to an engineer of low to medium skill and technology of power system activation devices.  Important factors in concluding as to such a person of ordinary skill were the educational level of the inventor, educational level of those who work in the industry which manufacture the device and the sophistication of the technology involved.  The obviousness determination is one of objectivity in the inquiry not what subjectively might have been obvious to the inventor at the time of the invention.  The level ordinary skill is a factual question to be resolved.  The principal difference between the prior art and the claimed invention was the use of an electronic keypad instead of a mechanical insertion device for the purpose of selectively activating the system.  That was found to be obvious.

B. Example 2:  Winner International Royalty Corporation v. Wang, (202 F.3d 1340, Federal Circuit, January 27, 2000).  The Federal Circuit affirmed the D.C.D.C. in finding nonobviousness of a patent and patent application claiming an automobile anti-theft device.  The Court concluded that the competitor of the patentee failed to show motivation or suggestion to combine prior art references disclosing the claimed automobile anti-theft device and its feature of a self-locking ratcheting mechanism.  Further, one of ordinary skill in the art would not have reasonably elected trading benefit of security for that of convenience.  A reference’s other features taught away from the ratcheting mechanism.  The Court specifically found commercial success of the invention as a key factor in overcoming the nonobviousness request.  In addition the Court analyzed motivation and recognized that motivation could come from (1) the references themselves, (2) the knowledge of one of ordinary skill in the art or (3) from the nature of the problem to be solved but in no event could it be found in this case.  

C. Example 3:  Sibia Neurosciences, Inc. vs. Cadus Pharmaceutical Corporation, (225 F.3d 1349, Federal Circuit September 6, 2000)  The Federal Circuit reversed a jury verdict for the patentee by finding the patent obvious in light of expressed teachings in the prior art which provided motivation and suggestion to modify existing techniques to arrive at the method in question.  The patent was for a method of identifying compounds that modulate cell surface protein-mediated activity like detecting intracellular transduction of a signal generated upon interaction of the compound with the cell surface protein.

The Court found that a single prior art reference can render a patent claim obvious but there must be a showing of a suggestion or motivation to modify the teachings of that reference to the claimed invention to support the obviousness conclusion.  This will be derived from the prior art reference itself, knowledge of one of ordinary skill in the art or from the nature of the problem to be solved.  (Consistent with Example 2 above).

Even though there were three licenses or sub-licenses of the patent which were part of larger licensing packages, the mere existence of these licenses as “commercial success” was insufficient to overcome an obviousness conclusion.  Further the patentee failed to point out any evidence establishing a nexus between the licensing activity and the merits of the claimed screening method.  

This case had a dissent by a Chief Judge Mayer for the Court overriding a jury verdict based on “a tenuous obviousness analysis”.  Opinion majority written by Judge Gajarsa with support from Judge Michel.

Example 4:  Amazon.com, Inc. vs. BarnesandNoble.com, Inc., (239 F.3d 1343, Federal Circuit, February 14, 2001).  The Federal Circuit vacated a preliminary injunction where there was a serious challenge on obviousness based in light of the prior art on the business method of “One Click” for business transactions.  An admission by the competitor’s expert that he never thought of combining the prior art argued was irrelevant to the issue of obviousness.  For preliminary injunction relief the patentee must present a clear case supporting the validity of the patent.  

Evidence of copying was legally irrelevant to an obviousness inquiry unless the feature was shown to be an embodiment of the claims and even if shown it would not overturn a ruling based on substantial prior art references which were applicable.  No evidence on commercial success related to the One Click feature was submitted to support a nonobviousness finding.  

Example 5:  McGinley v. Franklin Sports, Inc. (262 F.3d 1339, Federal Circuit, August 21, 2001).  Where the patent related to a instructional pitching device in the form of a regulation baseball with specific “finger placement indicia” for teaching students how to grasp a baseball, the Federal Circuit reversed a District of Kansas finding of invalidity and instead concluded the patentee presented sufficient evidence for a jury to conclude the patent claims, based on a combination of prior art, were not obvious.  In stating the standard for review the Federal Circuit made it clear that it must consider the facts that were before the District Court but it then makes its independent determination of whether the ultimate judgment on obviousness of the District Court was correct as a matter of law.  The Court warned that the rule on whether the combined references for motivational purposes must be applied rigorously where the art in question is relatively simple as here, creates the opportunity to judge by hindsight, which was particularly tempting.  Whether or not to combine references may require attention to all of the four factors that are required for the obviousness test under Graham v. John Deere.  

The Court affirmed the concept that if the references taken in combination would produce a seemingly inoperative device such references teach away from the combination and thus cannot serve as a predicate for a prima facie case of obviousness.  

The claims in the case required the presence of teaching indicia demarcating the placement of fingers for four specific types of pitches (curve ball, two seam fast ball, slider and four seam fast ball) for both left and right handed throwers.  

Prior art patents to one Pratt and Morgan both showed markings on baseballs for specific types of pitches but none showed the orientation to the palm of the hand and the finger placement indicia as noted on the patentee’s ball.  Hindsight reconstruction could have easily come into play in this case but did not.  

Example 6:  In re:  Sang Su Lee, (Federal Circuit ___ F.3rd __, Decided:  January 18, 2002)  The Federal Circuit reversed the Board of Patent Appeals and Interferences for failing to meet the legal requirements for determination of obviousness and for failing to meet the requirements of APA for “reasoned decision making”.  The Court held the invention in question was nonobvious.  It related to a method for automatically displaying functions of a video display device which demonstrated how to select and adjust the functions in order to facilitate a response by the user.  This was done using computer managed electronics including pulse width modulation and auto fine tuning pulses.  The Court found there was no teaching or motivation to combine the references identified by the Board or that such combination would produce the applicant’s invention.  The Board had stated that the conclusion of obviousness could be made “from common knowledge and common sense of a person of ordinary skill in the art without any specific hint or suggestion in a particular reference.”  This was rejected by the Court.  It would not accept a Board’s ruling that it was not necessary to present a source of a teaching, suggestion or motivation to combine references or teachings.

The Courts specifically rejected the examiner’s conclusory statements that “the demonstration mode is just a programmable feature which can be used in many different devices for providing automatic introduction by adding the proper programming software” and the “another motivation would be that the automatic demonstration mode is user friendly in its function as a tutorial” as neither adequately addressing the issues of motivation to combine.  

In this case the Board specifically rejected the need for any specific hint or suggestion in a particular reference to support the combination.  The Federal Circuit said this omission was both legal error and arbitratory agency action.  

IX. Conclusions to be Drawn from the Legal Analysis

A. These are fact specific cases that tend to be very close and more arbitrary than they should be.

B. Finding the person (or the definition of one) of ordinary skill in the art is very important and will typically determine the result. 

C. It is very hard to prove the nexus of commercial success to the obviousness inquiry so that it should be one of the factors that you should not heavily rely on to prove your case.

D. As Patentee, look for sufficient information within the references alleged to be combinable to show teaching away and the inability of the reference to act as a source of prior art knowledge.  

E. It is helpful to rely on the presumption of validity (35 U.S.C. Section 282) but you ultimately are in an arena where solid witnesses and good lawyering will prevail.  

�  Head, Intellectual Property Department, Salans Hertzfeld Heilbronn Christy & Viener.
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