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Background

It is generally acknowledged that the PCT has become a success and is now used extensively by small and large companies from virtually all over the world. The numbers of PCT filings show an exponential growth:

Growth of PCT filings
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Year
PCT filings

1980   3,539





1990 19,159

2000 90,948

Today, about 50% of the applications which are filed in more than one country follow the PCT route. One great advantage of this route is that even developing countries can make use of the system, thanks to the set-up of a  number of PCT searching and examination authorities doing qualified work on behalf of other countries.

Many proposals have been made over the years to go even further than providing central search and examination and letting each country finally decide whether a patent should be granted or not. WIPO has launched a number of such proposals, involving super searches and lately also schemes aiming at centrally granting a patent having effect in all PCT states. During recent years, these schemes have been denoted “PCT Patents” or “PCT Certificates”. However, these proposals did not gain wide support by the major countries and their patent offices. The main reasons for this were a concern of national sovereignty and a reluctance to fully recognise and acknowledge the search and examination results from authorities controlled by other countries.

In August 2000, the US launched a new, specific reform proposal, including a first stage of reform involving rather non-controversial changes, and a second stage of reform involving a radical move to a global patent.

The first stage of reform would involve the following changes:

US PCT Reform Proposal (1)



  (slide 3)

-  Eliminate the concept of designations



-  Eliminate all residency and nationality requirements
 

-  Conform filing date requirements to  PLT

-  Conform “missing part”-type requirements to PLT procedures

-  Make multiple searches and examinations available

US PCT Reform Proposal (2)
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-  Eliminate 20 months deadline for national entry

-  Eliminate the concept of demand


       

-  Accommodate further deferral of national stage entry

-  Improve coordination of search and examination

-  Reassess fees

US PCT Reform Proposal (3)
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-  Reduce formal review or handling of application   

-  Reenergise technical assistance under PCT Articles 51, 56         

-  Electronic international publication

-  Electronic transmission of search/examination results

-  Other PLT-consistent changes

The second stage of the US Reform Proposal involved the following:      

US PCT Reform Proposal, Second stage
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-   Regionalise current search/examination authorities                 

-   Eliminate distinction between national and international applications

-   Make positive examination results binding for Contracting States

-   Provide further flexibilities in terms of relaxed timing requirements for

    national stage processing 

These proposals were apparently too radical. Most countries felt that examination results could not be binding as long as patent law has not been harmonised.  The PCT assembly in September 2000 decided to start the reform process on the basis of the US first stage proposals.

A first meeting of the PCT Reform Committee was held in Geneva in May 2001. Many contributions and further specific proposals were handed in before the meeting. Although two days were spent on formulating general objects of the work, the discussions were dominated by the problems related to the workload situation at the major patent offices. Thus, a selected set of issues were passed on to a Working Group in an attempt to concentrate on measures that would ease the workload on the PCT authorities. 

Modified time limit under Article 22

At the PCT Assembly in September 2001, the Working Group obtained its mandate. Also, the PCT Article 22 was modified by a unanimous decision:

PCT Assembly Sep 2001:
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-  Chapter I time limit extended from 20 months to 30 months             

-  effect from 1 April 2002

-  24 countries have not yet adapted their national law (January 2002), EP states and for example AU, BR, CN, KR, IL, JP, KR, NO, ZA – demand for IPE still has to be filed to enable national entry at 30/31 months in these countries 

All Contracting Parties and user groups were invited to take part in the Working Group, which started its work in a meeting last November. The selected issues were essentially the following:

PCT Reform Working Group Issues:


(slide 8)

-  coordination of search and examination




-  automatic designation system

-  PLT related changes

Search and examination – Expanded International Search

It was quite clear that the major countries and patent offices, including the trilaterals, wished to change the present two step process with a search handled by a search examiner and a preliminary examination carried out by a different examiner. It was generally felt that this scheme is not cost-effective and that one should go back to the traditional approach with the same examiner doing  search as well as examination. Also, it was pointed out that the mere change of the Article 22 time limit would only defer the problem and shift the workload onto applicants, third parties and other offices.

Nevertheless, in order not to completely throw away the present PCT system, a first change would be to maintain a two step procedure but to have the search examiner also form an opinion on the inventive step or obviousness of the invention. Since the time limits under Chapter I and II were now the same,  Chapter II had been in effect made non-mandatory even for applicants wishing to defer national entry to 30/31 months. 

Many developing countries had the understanding that the modified Art 22 time limit was coupled to an undertaking of the PCT authorities to assess all major criteria of patentability. So, there was general agreement to go ahead with an expanded international search system, where the search examiner should prepare 

EISR
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-  an Expanded International Search Report, EISR, including 

-  an International Search Report , ISR and

-  an International Search Opinion, ISO

Having reached this far, there were many issues to resolve:

EISR Issues: 
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-  EISR mandatory?



        
 

-  EISR to be published in its entirety at 18 months?

-  Applicant opportunity to respond on the ISO?

-  IPE mandatory?

-  IPE made by the same examiner as the EISR?

Because of the expectations of the developing countries it was decided to make the EISR mandatory. Thus the PCT international procedure should always start with a combined search and initial examination made at the same time by the search examiner within the current time frame, i.e. within about 16 months. There were some delegations that wanted to make the term more flexible but most countries felt that it was in the interest of third parties to get knowledge of the search result at an early date.

However, since the applicant would have no time to comment on the Opinion (ISO) before publication, it was agreed that the ISO should be communicated to the applicant but not be published together with the application in the pamphlet at 18 months.

Also, it was agreed that the applicant should be given the opportunity to comment on the ISO whether or not full international preliminary examination (IPE) was requested.

As a natural consequence of the modified Article 22 time limit it was agreed to make the full IPE optional, thus giving the applicant the option to use Chapter I or Chapter II even though he deferred the national entry to 30/31 months.

In case the applicant chooses to proceed with Chapter I, he can

Options under Chapter I:
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-  file comments on ISO (the ISO would be sent to DO’s)           


-  make claim amendments under Art 19

-  do nothing

If the amendment was made in time, the amendment would be published with the pamphlet at 18 months. 

The ISO, any comments and any amendments filed later by the applicant  would be made available to the public later, say at 28 months.

In case the applicant chooses to proceed under Chapter II, he will have to

Options under Chapter II:
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-  request IPE, unless such a request has been made earlier,


-  pay the fee for IPE within a certain time limit,

-  possibly comment on the ISO 

-  proceed with full IPE

The International Preliminary Examination Authority would normally treat the ISO as the first written opinion. If the IPEA is not the same Office as the ISA, the IPEA would be entitled, but not obliged, to treat the ISO as the first written opinion. Then, the IPE procedure would progress as today. The applicant will have the possibility of requesting at least one interview with the examiner and amend the specification and claims under Article 34. The IPER would be established and communicated the usual way.

The IPE file, or at least the IPER, would be made publicly available in the interest of third parties.

Automatic Designation System

There was general agreement to establish an 

Automatic Designation System: 
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-  designation system involving an automatic indication of

   all designations possible under the PCT

          


-  with a single “flat” international fee 

-  all possible elections being also automatically indicated

The choice of which kind of protection was sought (patent or utility model) would be deferred to the national phase. 

In order to cope with the problem of self-designations causing automatic withdrawal of an earlier application, especially in Germany and Japan, a reservation provision should be included which would enable applicants to exclude and/or withdraw the designation of such states.  

The present systematic communication of documents to designated offices should be replaced by a new 

COR
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-  “communication on request”, COR

   
  

-  including communications to ISAs and IPEAs 

   as well as DOs/EOs


PLT related changes

Basically, the the provisions of the Patent Law Treaty of 2000 are only applicable to national/regional applications and the national/regional phase of PCT applications. However, some PLT provisions could preferably be implemented also in the international phase of the PCT system, such as

PLT related changes in  PCT: 
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-  requirements to accord a filing date (no claims)
 


-  restoration of priority right under “unintentional” or “ all due care” standard

-  missed time limit for entering national/regional stage

-  reference filings

The change of the filing date requirements may call for a change of the treaty itself , PCT Article 11, whereas the other provisions could probably be introduced by way of amendments of the Rules.

Issues of concern to users (applicants and third parties)

As indicated above the changes now being discussed in the PCT Reform Working Group give rise to concern for the users, applicants, third parties and their representatives, as regards a number of issues, in particular relating to the new system of international search and examination:

User concerns (1):
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-  different PCT authorities for EIS and IPEA?




-  advantage of not permitting different offices: 

   
cost-effectiveness, early IPE

-  advantage of permitting different offices:

                  flexibility for applicants, spreading work to all offices

User concerns (2):
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-  making the PCT application publicly available after 18 months?

-  third party interest calls for transparency


  

-  established principle to keep Chapter II proceedings confidential

-  possible compromise: make certain documents publicly available later, e.g.  

   28 or 30 months (ISO, comments, amendments, IPER)

User concerns (3):
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-  language and possible translation of ISO and applicant’s comments?

-  International Bureau translate ISO into English?


-  applicant translate comments into English?    


User concerns (4):
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- time limit for initiating full IPE by paying fee?                        

- 25 months (as suggested) may be too late, leaving only 3-4 months for IPE

  proceedings.

FICPI suggestions

FICPI  has made a major effort to respond to WIPO’s memorandum (August 2001) on an Agenda for Development of the International Patent System. Generally, FICPI has called for a high quality, flexible, efficient and well-balanced system. Some of the suggestions put forward in the FICPI paper relate directly to the PCT search and examination system:

FICPI suggestions (1):
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-  High quality search critically important


 

-  Establish quality assurance certification programme for             

   national, regional and international authorities

FIPCI suggestions (2):      
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-  Greater sharing of search databases          

-  Patent offices should make their databases and search

   tools available to each other and to the public



-  Each patent office could enter data concerning its patent   

   publications in the same format, thus making that data easily available to the  

   other patent offices and the public.

FIPCI suggestions (3):
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-  Establish a digital library, possibly at WIPO,            

   with information relating to all patent applications, grouped by patent families

-  examiners can down-load file histories of corresponding parallel applications

-  no need for applicants to submit search and examination results on paper

FICPI suggestions (4):
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-  Reconsider the  PCT “minimum documentation”       

-  include at least the documentation searched by USPTO, JPO and EPO  

FICPI suggestions (5):
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-  top-up search should be made by ISA at 22 months to cover the gap

   between the first search and subsequently available prior applications   

-  each PCT application should be updated 3 times in the digital library, upon

   first search, upon top-up search and upon concluding the international phase 

   (ISO + comments+ amendments or IPER+amendments)  

FICPI suggestions (6):
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-  Short term goal:

-  give full recognition to searches made by any PCT searching authority to 

   avoid unnecessary duplication of work

-  Long term goal:

-  make multiple and supplementary searches available at PCT ISAs
 

Thank you!




    (end of document) 

