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Introduction

On July 31, 2000, Singapore acceded to the Madrid Protocol which then came into operation three months later (on October 31, 2000). Singapore is one of only five Asia-Pacific countries which are members of the Protocol, the others being Australia, Bhutan, China and Japan.  

Australia joined on July 11, 2001. Between then and February 28, 2002, the number of international registrations designating Australia is about 1,300. They are mainly from companies in Germany, Switzerland, France, Italy and the UK. The number of applications by Australian applicants is about 100, and the countries most frequently designated are the UK, Germany, France, Japan, China and Singapore.

China has been a member of the Madrid Agreement since October 4, 1989. She joined the Protocol December 1, 1995. The relevant figures are as follows:

	Year
	No. of application
	No. of registration designating China

	1995
	6,094
	19,380

	1996
	7,132
	11,407

	1997
	8,502
	10,033

	1998
	10,037
	13,478

	1999
	11,212
	12,366

	2000
	16,837
	12,807


Japan joined the Protocol on March 14, 2000. The number of applications designating Japan between that date and November 2001 is about 7,700. They are mainly from Germany, Switzerland and Italy. The number of applications by Japanese applicants for the same period is about 4,600.  

As for Singapore, there were, between 31 October 2001 and 31 January 2002, 7,122 international registrations designating Singapore and 62 international applications originating from Singapore.

Practical Pros and Cons

The Protocol has certain distinct advantages. It offers a simplified, streamlined procedure for making one application which may lead to registration in a number of the designated countries. In countries where the national registration may take years, if at all, this is especially beneficial. This is however not true in countries such as the UK, Germany and France where the application process is much faster than that under the Protocol. 

The relatively low fee involved is also an attractive feature.
 However, the fact that the mark is subject to various national requirements concerning registrability (some of which may seem peculiar, strange or unusual) is often a cause of concern and uncertainty. This tends to encourage the applicant to carry out searches in the national registries, which in turn results in greater costs and delay. Hence, the Protocol is not necessarily cheap nor faster.

There is a time limitation (usually 18 months from date of notification by WIPO) on national offices to consider whether to grant or refuse registration of the mark. This places time pressure on some national offices. I understand that in China, because of this time limitation, the standard of registrability tends to be higher than national applications, thus resulting in a higher rate of rejection for applications via the Protocol.       

Further, applicants for or holders of international registration under the Protocol should at least be familiar with the national rules and procedure. These rules and procedure are detailed and very involved. They, as well as the national offices, must keep tabs of the application process. For example, under the Singapore 1998 Trade Marks Act (“the Act”), a trade mark proprietor who is

(1) a citizen of Singapore;

(2) a person domiciled in Singapore;

(3) a body or corporation incorporated or constituted under the law of Singapore; or

(4) a person who has a real and effective industrial or commercial establishment in Singapore

may apply through the Registrar for the international registration of his trade mark. The application must be based on an existing application for registration of his mark under the Act (“basic application”) or his registration of the mark under the Act (“basic registration”). Particulars of the application for international registration must correspond with the particulars appearing at that time in the basic application or basic registration. If the application for international registration complies with these requirements, the Registrar shall submit it to the International Bureau. 

Subsequently, if certain events have occurred which cause the basic application or basic registration to cease to subsist, the Registrar shall notify the International Bureau of the events. He shall also request the Bureau to cancel the registration as regards those goods or services covered by the international application in respect of which the basic application or basic registration has ceased to subsist by reason of that event. The applicable events are

(1) before the expiry of the period of 5 years from the date of the international registration, the Registrar – 

(a) refuses to accept the basic application as regards some or all of the goods or services covered by the international registration; or

(b) after accepting the application, refuses to register the trade mark as regards some or all of those goods or services, having regards to matters coming to his notice since he accepted the application,

and in either case that decision becomes a final decision
, whether before or after the expiry of that period of 5 years;

(2) opposition proceedings begun before the expiry of the period of 5 years from the date of the international registration result in a final decision not to register the trade mark as regards some or all of the goods or services covered by the international registration;

(3) the basic application is withdrawn
, or is restricted as regards goods or services covered by the international registration, as a result of a request by the applicant made -  

(a) before the expiry of the period of 5 years from the date of the international registration; or

(b) subsequently when the basic application was at the time of the request subject to an appeal against refusal of registration or to opposition proceedings, begun in either case before the expiry of the period of 5 years;

(4) the registration resulting from the basic application or the basic registration expires without renewal and is removed from the register before the expiry of the period of 5 years from the date of the international registration, and no request for its restoration is made within the period specified in rule 53 of the Trade Marks Rules, or such request is made and a final decision is made refusing the request;

(5) a final decision is made to revoke or declare invalid the registration resulting from the basic application or the basic registration, as a result of proceedings begun before the expiry of the period of 5 years from the date of the international registration;

(6) the registration resulting from the basic application or the basic registration is cancelled as a result of a request by the proprietor made before the expiry of the period of 5 years from the date of the international registration, or made subsequently where, at the time of  the request – 

(a) the registration resulting from the basic application or the basic registration was subject to proceedings for revocation or invalidation; and

(b) such proceedings were begun before the expiry of the period of 5 years from the date of the international registration.

The difficulty for the Registry is that it must track the status of the basic applications as well as the basic registrations very closely for the period of 5 years. If for some reason a basic application or a basic registration lapses, the Registry has an international obligation to notify WIPO. This is because the international registration which is based on it ceases to have effect, in which event the option of transforming into national applications becomes available in the various designated countries during a limited time period (namely, 3 months).

Another difficulty for the Registry is the integration of its single class system with the multi-class system which WIPO operates. The Registry conducts search and examination on a class by class basis. Its obligation under the Protocol is to report refusal of protection across the classes. It had to enhance its computerised system as well as its searching system to enable it to do so.      

Procedure for international registration designating Singapore

An international registration designating Singapore shall be entitled to become protected in Singapore where, if the particulars of the international registration were comprised in an application for registration of a trade mark under the Act, such an application would satisfy the requirements for registration of a trade mark under the Act, including any requirements imposed by the Trade Marks (International Registration) Rules 2000 (“the Rules”). In other words, the holder of the international registration (“the holder”) is entitled to have his mark protected in Singapore if the mark would have been registrable under the Act and the Rules pursuant to a national application. 

This means that the holder should consult a local counsel to ascertain if his mark is registrable in Singapore. He can of course choose not to consult, in which event he risks refusal of his application and having his international registration invalidated (the “central attack”). 

Examination – The Registrar shall, upon receiving from the International Bureau notification of an international registration designating Singapore, examine whether it satisfies the requirements for registration under the Act and the Rules. For this purpose, he may carry out a search to such extent as he considers necessary of earlier trade marks. Where the mark to which the international registration relates contains or consists of a word or words other than Roman or in a language other than English, the Registrar may require the holder of the international registration to file a copy of a translation or transliteration of each word in English, certified or verified to his satisfaction. 

If the requirements are not met, or are met only in relation to some of the goods or services in respect of which protection in Singapore has been requested, the Registrar shall give a notification of refusal to the International Bureau. The notification of refusal shall specify a period within which the holder may make representations. 

Publication, opposition and notification of refusal – If, following examination, it appears to the Registrar that the requirements are met in relation to some or all of the goods or services comprised in the international registration, the Registrar shall publish the particulars of the international registration in the Trade Marks Journal. Within 2 months of the date of the publication, any person (referred to in the Rules as “the opponent”) may file a notice opposing the conferring of protection on the international registration. One form shall be filed for each class of goods or services in respect of which protection is opposed. 

Upon filing of a notice of opposition, the Registrar shall, within 5 months at the latest from the date of the publication of the international registration in the Trade Marks Journal, give notification of refusal to the International Bureau stating the matters relating to the opposition. The Bureau shall without delay transmit a copy of the notification to the holder of the international registration. 

Within 4 months from the date of the Registrar’s notification of refusal based on opposition to the International Bureau, the holder shall file with the Registrar

(1) a counter-statement, setting out the grounds on which he relies as supporting the international registration and the facts alleged in the notice of opposition which he admits, if any; and

(2) an address for service in Singapore. 

One form shall be filed for each class of goods or services in respect of which protection is opposed. The holder shall at the same time serve on the opponent a copy of the documents. The opposition shall then proceed in the same manner as a national application and be subject to rules concerning such matters as evidence, exhibit and hearing.

This is where he will have to engage local counsel. It might then be too late. The stakes would then be high for him. If the opposition succeeds, his international registration would be invalidated. 

Any request for an extension of time to file the counter-statement shall be made to the Registrar in writing within 4 months from the date of the Registrar’s notification of refusal based on opposition to the International Bureau. However, before making the request, the holder must serve a notice on the opponent and every other person likely to be affected by the extension. The notice shall contain a statement of his intention to request for the extension, the period of the extension requested for and the reason for the extension as well as a request for the consent of the opponent or other person to the extension. The request for the extension shall be supported by a copy of the notice sent to the opponent or other person and the consent in writing, if any. 

The Registrar may refuse to grant an extension if the holder fails to show

(1) a good and sufficient reason for the extension; or

(2) to the Registrar’s satisfaction that the notice requesting for consent to the extension of time has been served on the opponent or other person likely to be affected by the extension.

Additionally, where a person to whom the aforesaid notice is served fails or refuses to give his consent to the extension, the Registrar may grant the extension if he is satisfied that a good and sufficient reason has been shown for the extension. He may do so without having to conduct a hearing in accordance with rule 67 of the Trade Marks Rules. 

The total period of extension of time which may be allowed shall not exceed 6 months from the date of the Registrar’s notification of refusal to the International Bureau. 

Except where refusal is based on an opposition, a notification of refusal must be given within 18 months from the date on which the notification of the international registration was sent to the Registrar. Where there is a possibility that opposition may be filed after the expiry of the 18 months, the Registrar shall inform the International Bureau accordingly. In the case of a refusal based on a representation or an opposition, the Registrar shall, upon a final decision being made in relation to the refusal, notify the International Bureau of that decision. A final decision is one where

(1) the Registrar or the Court on appeal from the Registrar decides whether the refusal shall be upheld, in whole or in relation to only some of the goods or services in relation to which protection in Singapore is requested, and any right of appeal against that decision expires or is exhausted;

(2) the representation or counter-statement is withdrawn; or

(3) the proceedings relating to the refusal are discontinued or abandoned. 

Protection – There are various circumstances in which a trade mark becomes protected as a “protected international trade mark (Singapore)”. These are

(1) where the period of 18 months from the date on which the notification of the request for extension of protection to Singapore was sent to Singapore (“the 18-month period”) expires without any notification of refusal having been given and without the International Bureau having been informed that oppositions may be filed after the expiry of that period; and 

(2) where after examination and publication –

(a) the 18-month period has not expired, but the period for giving notification of refusal based on an opposition in accordance with rule 13(6) expires without a notification of refusal having been given;

(b) the 18-month period has expired, and the period for giving notice of opposition specified in rule 13(1) (including any extended period) expires without a notice of opposition having been given;

(c) notification of refusal has been given in respect of only some of the goods or services for which protection in Singapore has been requested and 

(i)
the holder has made no representations within the period specified in rule 11(4) (including any extended period) or has filed no counter-statement within the period specified in rule 14(1) (including any extended period); or

(ii)
the holder has informed the Registrar that he does not intend to make such representations or file a counter-statement;

(d)
notification of refusal has been given in respect of all or some of the goods or services for which protection in Singapore has been requested and the Registrar notifies the International Bureau that a final decision has been made that the refusal is withdrawn or is withdrawn in respect of some of the goods or services in respect of which protection in Singapore has been requested.  

In a case where a refusal subsists in respect of some of the goods or services for which protection in Singapore has been requested, protection shall subsist only as regards the remaining goods or services.

Subject to the rule concerning effects of concurrent registrations, a mark protected as a protected international trade mark (Singapore) shall be treated as being registered under the Act as of 

(1) the date of the international registration where the request for extension of protection to Singapore is mentioned in the international application; or 

(2) the date on which the request is recorded in the International Register where the request for such extension is made subsequently to the international registration.

Effects of protected international trade mark (Singapore) – The proprietor of a protected international trade mark (Singapore) has the same rights and remedies as are given by the Act to the proprietor of a registered trade mark in respect of the goods or services protected by the international registration, subject to the provisions relating to acts not amounting to infringement and exhaustion of rights. 

Disclaimer and territorial limitation – The holder of an international registration designating Singapore may, by notice in writing to the Registrar, disclaim any right to the exclusive use of any element of the trade mark or agree that the rights conferred in Singapore by the international registration shall be subject to a specified territorial or other limitation. In this event, the rights conferred under the Act are restricted accordingly. As with application for registration under the Act, the Registrar has no power to compel the holder of a protected international trade mark (Singapore) to disclaim or to agree to a territorial or other limitation.     

Groundless threats of infringement proceedings – The remedy of groundless threats of infringement proceedings given by the Act applies to a protected international trade mark (Singapore) as it applies in relation to a registered trade mark. 

Protected international trade mark (Singapore) as object of property – Just like a trade mark registered pursuant to the Act, a protected international trade mark (Singapore) is personal property and as such, is assignable and transmissible in the same way as other personal or movable property. It can also be granted to 2 or more persons, with each being entitled, subject to any agreement to the contrary, to an equal undivided share in the mark.  Subject to the provisions of the Act, equities in respect of a protected international trade mark (Singapore) may be enforced in like manner as in respect of other personal or movable property. No notice of any trust (express, implied or constructive) shall be entered in the register, and the Registrar shall not be affected by any such notice. 

Further, the provisions relating to licensing of a registered trade mark shall, with the necessary modifications, apply in relation to a protected international trade mark (Singapore) as they apply in relation to a registered trade mark.

Revocation and invalidity – A protected international trade mark (Singapore) is as liable to be revoked or rendered invalid as a trade mark registered under the Act. It is provided in the Act that the provisions concerning revocation and invalidity of registration as well as the procedure for application for revocation and invalidity shall, with the necessary modifications, apply to a protected international trade mark (Singapore). The “necessary modifications” include the following: 

(1) Under section 22(1) of the Act, the registration of a trade mark may be revoked if, within 5 years following the date of completion of the registration procedure, the mark has not been put to genuine use in the course of trade by the proprietor. In the case of a protected international trade mark (Singapore), it may be revoked if there has been no such genuine use within 5 years following the date when it became protected;

(2) References in section 22 of the Act to registration of a trade mark being revoked are, in the case of a protected international trade mark (Singapore), references to the protection of the mark being revoked;

(3) The use of a protected international trade mark (Singapore) includes use in a form differing in elements which do not alter the distinctive character of the mark in the form in which it was protected, not “registered” as in the case of a trade mark registered under the Act;

(4) A registered trade mark may be revoked in respect of some of the goods or services for which the mark is revoked. In the case of a protected international trade mark (Singapore), it may be revoked in respect of some of the goods or services for which the mark is protected; and

(5) References in section 23 of the Act to registration of a trade mark being declared invalid are, in the case of a protected international trade mark (Singapore), references to the protection of the mark being declared invalid.

Where the protection of a protected international trade mark (Singapore) is revoked or declared invalid to any extent, the Registrar shall notify the International Bureau. Further, in the case of a revocation, the rights of the proprietor shall be deemed to have ceased to exist to that extent as from the date of the application for revocation or an earlier date if the Registrar or the Court is satisfied that the grounds for revocation existed at that date. In the case of a declaration of invalidity, the trade mark shall to that extent be deemed never to have been a protected international trade mark (Singapore), but this shall not affect transactions past and closed as at the date when the invalidity is recorded in the International Register.

Transformation of International Registration into National Application   

An application may be made to transform an international registration into a national application. This option is available to the holder when his international registration designating Singapore is cancelled at the request of the office of origin under Article 6(4) of the Madrid Protocol in respect of all or some of the goods or services listed in the registration. If he nevertheless wishes to obtain protection for the mark in Singapore, he must within 3 months of the cancellation file an application to the Registrar for registration of the mark in respect of some or all of the goods or services in respect of which the international registration was cancelled. The mark will not lose its priority. It shall be treated as if it were registered on the date of the international registration, or if there was a request for extension to Singapore made subsequent to the international registration, on the date of the recordal of the request.

Where a protected international trade mark (Singapore) has become protected on or before the date when the application to transform the international registration is made (“transformation date”), the trade mark shall be registered under the Act. However, if, by the transformation date, the international registration designating Singapore has not become protected and its particulars have been published, the Registrar shall treat

(1) the publication of its particulars as the publication of the transformation application under section 13(1) of the Act; and

(2) any opposition to its protection as an opposition to its registration under section 13(2) of the Act.

Where particulars of the international registration designating Singapore have not yet been published by the transformation date, and the Registrar has issued a notification of refusal, the Registrar shall for the purposes of the transformation application treat the notification of refusal as if it had been issued under section 12(3) of the Act. 

Miscellaneous provisions

There are provisions relating to such matters as the requirements of legal proceedings relating to a protected international trade mark (Singapore). In such proceedings, the registration of a person as the holder of the mark shall be prima facie evidence of the validity of the original international registration and of any subsequent assignment or other transmission of it. In civil proceedings, it is for the holder of a protected international trade mark (Singapore) to show what use has been made of the trade mark if a question arises as to the use. 

Judicial notice shall be taken of the Madrid Protocol, the Common Regulations as well as a copy of an entry in the International Register issued by the International Bureau and a copy of the periodical gazette published by the International Bureau. These documents are admissible as evidence of any instrument or other act of the International Bureau thereby communicated. Evidence of any instrument issued by the International Bureau or any entry in or extract from such a document may be given in any such proceedings by production of a copy, and such document purporting to be such a copy shall be received in evidence. 

Notwithstanding any enactment or rule of law, the Registrar may communicate to the International Bureau any information which Singapore is required to communicate by virtue of the Rules or pursuant to the Madrid Protocol or the Common Regulations. The Registrar may accept for transmission to the International Bureau fees payable to the Bureau in respect of an application for international registration originating in Singapore or a renewal of such an international registration, subject to such terms and conditions as he may specify either generally by published notice or in any particular case, by written notice to the applicant desiring to make payment by such means. 

Conclusion 

As you can see, the rules and procedure for filing an international application in Singapore and for obtaining international registration designating Singapore are fairly detailed and involved. There are several deadlines involved and whilst some of these deadlines are extendible upon application, others are not. It is therefore advisable to consult local counsel 

(1) before deciding which route (Protocol or national application) to use to register and protect a trade mark; and 

(2) even if the Protocol is used, to guide on the rules and procedure.

� 	For example, the fee for filing an application for international registration is S$250 (about US$140) and the basic fee for filing under the Protocol is between 650 and 903 Swiss Francs (depending on whether or not the reproduction of the mark is in colour).


� 	A decision becomes a “final decision” when any right of appeal against the decision expires or is exhausted or proceedings relating to an application or registration are discontinued or abandoned.  


� 	This includes the application being deemed withdrawn, abandoned or never to have been made.





