Patent Harmonisation and SPLaT; PCT Reform and 

Unilateral Activities at the Major Patent Offices
British Reaction
PCT Reform
I should say at the outset that the United Kingdom is very impressed and encouraged by the progress that is being made by the Committee and Working Group on Reform of the PCT.  It is a great example of what can be achieved through open, frank and realistic debate in which the needs of all interests are aired, appreciated and taken into account.  We now need to keep up this momentum and build on what we(ve already achieved.  The role of users in developing the PCT is essential and we have welcomed your views and ideas.

The PCT has proved to be a very popular route for obtaining patent rights so much so that it is proving to be a victim of its own success.  The PCT Authorities are finding it hard to cope with the demand.  As a consequence backlogs have reached unacceptable levels.  The problem has to be addressed.  However, we, the UK Patent Office, firmly believe that reform of the PCT should be driven by the long term needs of users of the system, including applicants and business in general.

This is why we have serious reservations about the proposals to relax certain provisions in the PCT Regulations which are designed to relieve the pressure on the Authorities.  We do not believe they are necessarily in the interests of users. Let me give you some examples to show you what I mean.

· Any proposals to extend the period for establishing search reports (and the (written opinion() would in our view simply put the work off until later.  But it has to be done in the end.  Our users see a quick and reliable international search as the most valuable product of the international phase.  They certainly do not want to get to a situation where searches are issued after publication.  

· Proposals to shift work to the national phase and deny applicants a reasonable opportunity for proper dialogue with the examiner in the international phase again merely puts off the inevitable.  The PCT Authorities would still need to deal with the applicants in the national phase in their capacity as designated/elected Offices.  What it would do is add considerably to the costs.  Applicants would be forced to sort out any outstanding problems with each individual Office in the national and regional phase.

· We also oppose any further deferral of the minimum period for entering the national phase.  All this would achieve would be more uncertainty for business.  It would not help foster healthy competition.  As a temporary measure we can accept it.  But no more.
The backlog of applications confronting PCT Authorities is a reality and is not in users interests.  It needs to be addressed.  But backlogs are a symptom.  To resolve the problem we need to tackle the cause.  We believe that a major contributory factor to this problem is the inefficient practice of national and regional Offices repeating search and examination work in the national phase which has already been done in the international phase.  

If we can get rid of this highly inefficient practice, of sheer duplication we would relieve the pressure on those Offices that act as Authorities and cut down on administration, lower the costs and speed up the granting of patents.  Both applicants and business would gain from faster service and less uncertainty.

If national and regional Offices are to change their practice and stop repeating work already done in the international phase, they have got to have confidence and trust in the work done by PCT Authorities. It is with a view to building this confidence that we proposed the creation of a (common quality framework( as an essential and integral part of a strengthened international phase.

Quality Framework
We believe that if PCT Authorities work to quality management criteria universally recognised by all, it would provide the national and regional Offices with the confidence to trust the results of the work undertaken by Authorities.  It would also be of benefit to those national Offices which do not have examining capabilities and have to rely on the work done in the international phase to underpin their own granting process with confidence.  But the main winners will be the applicants themselves.  They will be assured of uniformly high quality search and examination reports produced on time which they can depend on and trust. 

We, the UK Patent Office, were very pleased with the favourable response that members of the Committee and Working Group on Reform of the PCT gave to our proposal for a quality framework and by the PCT Assembly(s agreement last September that this proposal be incorporated into the PCT reform programme.  We were also delighted to have been asked by the Working Group to coordinate the work of a (virtual( task force to consider how things should be taken forward and to report to the Working Group and the Meeting of the International Authorities (MIA) by the end of April this year. 

The framework sets out not only the criteria on which each Authority would base its own quality management system but also an internal review mechanism and arrangement for reporting on progress. The framework document does not contain quality standards for the international search and preliminary examination as this is more appropriate for MIA to develop as part of its work one revising the International Search and Preliminary Examination Guidelines.  

The UK presented the report on the task force(s deliberations and the draft quality framework to the sessions of MIA and the Working Group last month.  I am pleased to report that the framework document was warmly welcomed by both bodies and, with a few drafting changes, was accepted.  There was also a consensus that the quality framework should be implemented by incorporating it into the International Search and Preliminary Examination Guidelines.  Interestingly, one delegation at the Working Group suggested that, once experience had been gained in operating the framework, consideration should be given to adoption it as a WIPO standard or model for use by other Offices as well as International Authorities.

Still on the subject of quality, it cannot be said that the UK Patent Office does not practice what it preaches.  We have developed our own quality management system and internal quality control procedures for patents.  Our efforts have been recognised as we have recently gained accreditation under ISO 9001:2000 for our patent granting process.  In fact, we are the first patent office to achieve this.  We are refining our system to ensure that we continue to focus on service to users underpinned by the ISO structures and are not diverted towards unnecessary bureaucracy.

Patent Harmonisation and SPLaT
The UK is also playing a full part in the ongoing negotiations towards a Substantive Patent Law Treaty, but the latest meeting in Geneva last month has confirmed that major differences of view still exist.  To minimise the risk of the SPLT suffering the same fate as its predecessor, which came to nothing at the first Diplomatic Conference, we need to take stock.  It is important to bear in mind why we pursue harmonisation of laws.  It is because we are trying to level the playing field for all users of the patent system.  Of course, the optimum would be if one patent application, and the same prosecution procedure served for all countries.  This may be viewed by many as wishful thinking and a distant dream.  However, it must remain an objective worth working for as the potential savings for business and the economy as a whole are enormous.  

Whether this is a realistic goal will depend on the scope of the harmonisation exercise.  It is probably true that the wider the scope the more remote our chances of success will be, because agreement will be that much more difficult to achieve.  But by reducing the scope to an extent where agreement is likely, while still reducing duplication and cost by a significant degree, it can be a reality and one that is still worthwhile.  We are therefore exploring with colleague member states whether a treaty limited to core issues such as novelty, inventive step and other issues relative to the prior art would have an increased chance of success.  The views of you, the users, would be welcome on what might make up a balanced and realistic package.

Unilateral Activities at the Major Patent Offices
Contracting-out work is another way in which an Office can deal (at least on a temporary basis) with the rising number of applications it receives while continuing to maintain a consistent high quality service.  Not only is it a means of providing extra resources for search and examination work but it can form the basis for longer term and wider cooperation.

The UK Patent Office sees contracting-out as a useful practical and cooperative measure and recently signed a contract with the Danish Patent and Trademark Office under which that Office will carry out searches on our behalf.  We hope to enter into a similar contract with The Netherlands Patent Office.

Direct cooperation between Offices to explore the extent to which they can progress towards mutual exploitation of each others work is yet another important way to reduce duplication of effort.  In this regard, the UK Patent Office is currently engaged in bilateral talks with the Japanese Patent Office and the Australian Patent Office and is keen to extend this cooperation with other Offices.

I think it should be clear from what I have said that there is much that patent offices can do to meet their workload challenges by means of increased harmonisation and cooperation as well, of course, by increasing internal efficiency.  But we do also strongly believe that patent attorneys have a responsibility here.  We in the UK are trying to encourage attorneys to adhere to practices which will help patent processing, and are currently engaged in discussion in codifying those practices.  Of course, such discussions also cover our own practices.  Each side needs to fulfil its duties effectively and efficiently.  We are cooperating with the UK branch of FICPI in this area and are looking forward to fruitful results.

Thank you Mr Chairman.

