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Background

As you will be aware Australia and New Zealand are two island countries on the other side of the world from our location here in Berlin.  The countries are separated by the Tasman Sea.  Australia is a Federation of 6 states and two territories.  New Zealand geographically comprises the North and South Island.  Over 100 years ago, New Zealand turned down the opportunity to join the Commonwealth of Australia as a founding state.  I have however occasionally had a New Zealand colleague suggest that Australia could join New Zealand if we Australians were happy to be regarded as simply the "West Island".

Despite their relative closeness and strong bonds, formed over particularly the 20th Century, Australia and New Zealand remain separate countries with distinct economies, monetary units, and intellectual property registration systems, ....(and some would say spoken languages).

Each country further represents an important export market for the other's goods.  Statistics for the 2001/2 financial year reveal that New Zealand is the fifth largest market for Australian merchandise exports after Japan, USA, South Korea and China while Australia is the largest market for New Zealand merchandise exports ahead of the USA, Japan, United Kingdom and South Korea.

Trans-Tasman Mutual Recognition Agreement

It is true to say that Australia and New Zealand have one of the most open economic and trade relationships of any two countries.  This is based on a set of trade and economic arrangements, collectively known as "Closer Economic Relations" or CER, which underpin substantial flows of merchandise trade, services, investment, labour and visitors between the two countries.

One of the principal elements of CER is a long history of arrangements now collectively known as the Trans-Tasman Mutual Recognition Agreement (TTMRA).  It is an agreement between the Commonwealth, State and Territory Governments of Australia and the Government of New Zealand.

The most recent arrangement commenced on 1 May 1998 and gave effect, for the first time, to the following basic principle:


"A person registered to practise an occupation in Australia is entitled to practise an equivalent occupation in New Zealand, and a person registered to practise an occupation in New Zealand is entitled to practise an equivalent occupation in Australia, without the need to undergo further testing or examination."

Implementation of TTMRA for Patent Attorneys

Prior to its implementation, representatives of IPAustralia (ie. the Australian Patent Office) and the Intellectual Property of New Zealand (IPONZ) met and agreed that the respective occupations of Patent Attorney in Australia and New Zealand were "equivalent occupations" as defined under TTMRA.  They subsequently established procedures to facilitate registration in both countries.  In this regard, it is relevant to note that registration is a requirement of both countries if one wishes to practice as a patent attorney.

The decision that the respective professions were equivalent occupations was made despite the fact that the requirements for registration in each country are not the same.

In New Zealand, the requirements presently are that any person may be registered who:

(a)
is a British subject or a citizen of the Republic of Ireland;

(b)
is not less than 21 years of age;

(c)
has passed all subjects of the prescribed examination;

(d)
is of good character; and

(e)
has been employed for a period of at least 3 years by a Patent Attorney in New Zealand, the Patent Office or in a form of employment  that offers substantially similar practical experience.

There has now been an announcement that these requirements will change and this is discussed in more detail below.

In Australia, a person who:

(a)
is ordinarily resident in Australia;

(b)
holds a tertiary qualification in a field of technology that contains potentially patentable subject matter from an authorised tertiary institution;

(c)
has passed all prescribed examinations;

(d)
has been employed under the supervision of a patent attorney or in the Patent Office as an Examiner for 1 year continuously;

(d)
is of good fame, integrity and character;

(e)
has not been convicted of a prescribed offence during the previous 5 years (eg. offences under the Patents Act); and

(f)
is not under sentence of imprisonment for a prescribed offence (ie an offence of dishonesty);

must be registered as a Patent Attorney on application.

In comparing the registration requirements, it is important to note the respective residency requirements and the fact that there is no requirement for registered patent attorneys in New Zealand to hold a technical qualification from a tertiary institution.  The TTMRA overrides these differences and, as such, since 1 May 1998, it has been possible for Australian registered patent attorneys to obtain registration in New Zealand and vice versa.

The introduction of TTMRA did not remove the requirement that a patent attorney requires a local address for service if he or she wishes to correspond with the Patent Office in that country.  Still further, no attempt was made at the time to harmonise IP laws between the countries.  This is an issue I will return to below.

Government Expectations of TTMRA

In reading the literature published by the Australian Government in support of TTMRA applying to patent attorneys, it is possible to glean the following expectations:

(a)
There would be increased competition between patent attorneys in Australia and New Zealand;

(b)
There would be greater choice for consumers of patent attorney services;

(c)
There would be increased opportunities for Australian patent attorneys to work in New Zealand and vice versa;

(d)
It would provide an impetus for both countries to harmonise registration requirements;

(e)
It would impose more discipline on regulators of new legislative requirements under the Patents Act and other relevant legislation; and

(f)
It would encourage greater cooperation between regulatory authorities.

Actual Outcomes of TTMRA

It is perhaps reasonable to argue that 5 years is still a too short a period to determine what will be the full impact of TTMRA on patent attorneys in Australia and New Zealand.  The following outcomes can, however, already be noted:

(a)
Many Australian patent attorney firms have established an "address for service" in New Zealand and vice versa;

(b)
There has been one significant trans-Tasman merger of an Australian and a New Zealand firm;

(c)
Many Australian patent attorneys have now also obtained registration in New Zealand with the result that nearly twice as many Australians are registered as New Zealand patent attorneys than actual New Zealanders;

(d)
Australian attorneys are responsible for 15% of all patent applications in New Zealand; and

(e)
Many New Zealand patent attorneys have also sought registration in Australia with some 10% of Australian patent attorneys being New Zealand residents.

The nature of the above outcomes is perhaps not surprising given the relative size of the respective countries and the size of the professions in both countries.

Still further, despite what is undoubtedly increased competition in patent attorney services in Australia and New Zealand, it is probably fair to say that the profession in both countries has continued to prosper due in the main to increased overall patent filings in both countries.

It is also unclear what impetus TTMRA has given to the issue of harmonisation of requirements to become a registered patent attorney in both countries.  The New Zealand Government did, however, recently conduct a Review of the Regulatory Regime for the Patent Attorney Profession in New Zealand.  In late April, a press release from the New Zealand Ministry of Economic Development announced that a range of amendments had been agreed by the New Zealand Government to modify registration requirements in that country.  These changes include:

(a)
repealing the current citizenship and age requirements for registration as a patent attorney; and

(b)
allowing a person's registration as a patent attorney overseas to be recognised for registration as a patent attorney in New Zealand.

While it is presently unclear what will be the ultimate scope of these proposed changes, they are concerning to IPTA as it is unclear whether there will be at least a residency requirement to obtain registration in New Zealand.  Further, while it has been suggested that item (b) merely gives effect to the TTMRA, it is unclear whether consideration is being given to allowing any overseas registered patent attorney to become registered in New Zealand.  This is an issue that IPTA are watching closely at this time.

With respect to other expected outcomes, it is unclear to an outsider what, if any, interaction occurs between the Australian and New Zealand Patent Offices with respect to legislative amendments in both countries.  Given the paths the respective countries are taking with respect to Patent Law, the appearance given is that there is unfortunately little or no interaction.

Conclusion

While the TTMRA has created the possibility for dual registration of patent attorneys across the Tasman Sea, the laws of both New Zealand and Australia remain quite distinct as do the IP registration and enforcement systems.  As such, TTMRA has in essence been overlaid on the existing IP system rather than being used as an impetus to further harmonisation of IP laws between the countries.
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