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Introduction


Dr Alexander v. Mühlendahl has spoken about the future of the Trade Mark system as seen particularly from the Office for Harmonisation in the Internal Market (OHIM) in Alicante.  I will be reviewing developments involving WIPO, both in the Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications (SCT) and in relation to the Madrid Protocol.  My viewpoint is that of a member of the private profession.  Discussion of the Protocol will of course involve an interface with Dr. v. Mühlendahl’s topic, because one of the most important changes in the coming months could be the accession of the European Community to the Madrid Protocol and the establishment of a Link between the Protocol and the Community Trade Mark.  If that were to occur at about the same time, or shortly after, the entry of the United States of America into the Protocol, the present systems for obtaining trade mark protection internationally could be transformed, with major effects on our profession.


I am indebted to US members of CET Group 1 for their input on likely effects of their country’s participation in the Protocol.  Any opinions that I express are my own and not necessarily endorsed by the CET Group or by FICPI.


Let me start briefly with the SCT, which will be mentioned again later in this Session by Mr. Shozo Uemura, the Deputy- Director General of WIPO.

1. Revision of the Trademark Law Treaty (TLT)

The TLT was adopted in Geneva on October 27, 1994 and entered into force on August 1, 1996.   Despite its name, this Treaty – like the later Patent Law Treaty (PLT) - dealt primarily with formalities, including the minimum requirements for an application and for accordal of a filing date. Contracting parties must allow multi-class applications and must have a procedure for division of an application.  The duration of a registration (and the renewal period) is 10 years. No notarization or legalization of a signature can be required. There are currently 31 States that are parties to the Treaty, including, for example, Australia, Japan and the United States, but it is in force in only 4 of the EU countries. The European Commission’s current proposals for amendment of the Community Trade Mark Regulation are partly aimed at conformity with the TLT and it is assumed that by the time when the EU becomes a party to the Treaty the remaining EU Member States will also have ratified it.  As yet, no country in Central or South America has joined the Contracting Parties
.  This is particularly notable because the harmonization of formalities in those regions was seen as one of the aims of the Treaty negotiations.

The SCT in Geneva is currently discussing possible amendments to the TLT
, including provisions on Transmittal of Communications to trade mark offices (e.g. electronic filing), and on Continued Processing and Reinstatement of Rights in lapsed applications or registrations.  Some amendments to the article of the Treaty on Representation and Address for Service have also been proposed but not reviewed in detail. The “Joint Recommendation Concerning Trademark Licenses” adopted by the Assemblies of the Member States of WIPO, September 25 to October 3, 2000, is likely to be incorporated into the draft revised Treaty, and a proposal for an Assembly of TLT Contracting Parties is to be considered. From a practitioner’s viewpoint, it is to be hoped that these discussions on revision of the TLT will not become a reason for some countries to defer ratification of the original Treaty agreed back in 1996.

2. Further Development of International Trademark Law and Convergence of Trademark Practices.

The SCT debated whether the time was right to move on from formalities to a consideration of “the desirability and feasibility of harmonizing substantive trademark law, including the protection for new trademarks (sound, smell, three-dimensional marks, etc.), the requirements for use of a mark prior to registration, substantive grounds for refusal, etc.”.  This could have led to a Substantive Trademark Law Treaty, comparable to the SPLT. However there appeared to be little pressure for such a development.  The SCT Secretariat has drafted a substantial Questionnaire with the purpose of collecting information regarding the national practices of Member States of WIPO and identifying issues which require to be addressed at international level
.  It is noticeable that the title refers to “convergence of trademark practices” rather than harmonization of laws.  The Questionnaire is to be answered during 2003 and the replies will not be discussed until next year.  It seems therefore that the “common approaches” which are envisaged as resulting from this work of the SCT are unlikely to have an effect in practice until well into the future.

3. The Madrid Protocol (1989)

The Protocol relating to the Madrid Agreement concerning the International Registration of Marks entered into operation on April 1, 1996.  As of April 2003, 57 States were parties to the Protocol, including all of the current EU Member States and 8 of the EU Acceding countries that are due for membership from May 2004.  The United States is due to become a party to the Madrid Protocol later this year.  This change is likely to have the most important effect on our trade mark systems. I will be returning to it later. 

Once again it is noticeable that no country of Central or South America has joined the Madrid Agreement or Protocol
.  Currently the Agreement and the Protocol allow a choice between two languages, French and English.  Now we learn that that there is significant support for enlarging the number of languages in the Protocol to include Spanish. It is thought that this could attract Spanish-speaking countries to become parties.  In addition, the possibility of change has led to re-activation of efforts by the European Commission to establish a Link between the Protocol and the Community Trade Mark. 

4. The Choice of Routes for Protecting a Trade Mark in Europe

At present, the IP attorney advising a client offers 3 choices for protecting a mark in the 15 EU countries: 

· 12 national applications and a Benelux application;

· an application for an International Registration under the Madrid Protocol or under the Protocol and the Madrid Agreement combined;

· a CTM application.

The advantages and disadvantages have been widely discussed.  The national route is seen as relatively expensive for more than a few countries but with the assurance that a registration tailored to the country in question is obtained as a result of local advice.  In comparison, the Madrid route saves cost and management time, both initially and at renewal or if a change in name or proprietorship occurs.  A large number of countries can be covered in one application, including European countries that are neither EU Member States nor Acceding States, for example Switzerland, Norway and the Russian Federation as well as countries of the Pacific Rim.  The International Registration depends upon the registration in the Office of origin surviving for 5 years but otherwise the grounds for refusal of registration are the same as in the individual countries.  A local representative becomes involved if the International Registration meets obstacles or is opposed at the national Office of one of the designated countries.  On the other hand, the entitlement to hold an International Registration is restricted to owners who are nationals of, or have a domicile or a real and effective industrial or commercial establishment in, a Contracting Party to the Agreement and/or the Protocol.

For each of the designated states, an International Registration which has not been refused there enjoys the same protection as if the mark had been registered by the Office of that state. Enforcement would have to be carried out in national courts as for a national mark. Any use requirement must be satisfied on a country-by-country basis.  This would involve showing genuine use in any EU Member State where a third party raised the issue after 5 years from completion of the registration procedure.

In contrast, a Community Trade Mark (CTM) is a single unitary registration for all of the European Community.  In most cases a national court designated as a Community trade mark court has jurisdiction over acts of infringement in the territory of any of the Member States.  Proof that the trade mark has been put to genuine use in the Community will be sufficient to overcome a challenge on the ground of non-use.   The meaning of “genuine use” has been interpreted by the European Court of Justice in the Ansul v. Ajax case
.  Not surprisingly, the ECJ decided that “genuine use” means actual use, on the market, “consistent with the essential function of a trade mark, which is to guarantee the identity of the origin of goods or services to the consumer or end user by enabling him, without any possibility of confusion, to distinguish the product or service from others which have another origin”.  The interpretation of “in the Community” remains a matter for the future although we may expect some cases before the Cancellation Division at OHIM before long.  We know that the European Council and the Commission made a Joint Statement when the CTM Regulation was adopted in 1993
 that “use which is genuine ….in one country constitutes genuine use in the Community.” Although this Statement is not legally binding, it is reasonable to expect that use in every Member State will not be required.  In the long run, this will be the most significant advantage of the CTM system over the Madrid Protocol, certainly for small and medium enterprises that are unlikely to sell their goods or services in every Community country.

The main disadvantage of the Community Trade Mark is the risk of total refusal or cancellation because of a ground of non-distinctiveness or a prior right applicable in only one of the Community countries.  With an International Registration, that country can be dropped and the Registration remains in force everywhere else.  A CTM must be converted into national applications if protection is to be maintained in the Member States not affected by the ground of refusal or cancellation.  However the number of occasions on which this occurs is relatively small.

5. Enlargement of the European Union

From May 2004 onwards, 10 new Member States are due to enter the European Union, with others to follow from 2007.  A CTM will cover all of the enlarged territory of the EU and existing CTMs will be extended to the new Member States, subject to protection of existing rights.  The value of a CTM will be greatly enhanced.
  

6. Effects on the Profession

One result of the introduction and growth of the CTM system has been the loss of trade mark work for IP attorneys before national offices.  This effect will be felt particularly strongly in the Acceding Member States after Enlargement next year.  In contrast to the Madrid system, there are no national refusals of protection or oppositions to be dealt with locally.  However in the existing Member States the amount of contentious work, including OHIM oppositions, has increased to fill at least some of the gap and one can expect some similar effects in the Acceding States, particularly in view of the difficulty in interpreting the Accession Treaty.
  

The handling of CTM applications for US applicants, who make up about 26% of the total, has been rewarding for at least some sectors of the profession, while others have continued to act for US companies that file national applications instead of, or in addition to, CTM applications.  What will be the effects of US entry into the Protocol?

7. Entry of the USA into the Madrid Protocol

Let us first consider the situation if the Protocol takes effect in the US before a Link is established between the Protocol and the CTM system.  A US-based company will then have the option of using the Madrid route to seek protection in up to 57 States.  

For large corporations, or those whose brands are likely to be pirated, international filing programmes in a large number of countries are well-established and it seems likely that they will consider switching to the Madrid route immediately, while continuing to file CTM applications in parallel.  Whether they will omit the designation of EU Member States on the Madrid application or will seek double protection in those States remains to be seen, perhaps depending on their assessment of whether the CTM is likely to encounter a problem applicable to one or two Member States only. 

For small and medium enterprises, which up to now have only registered their marks at home or in a small number of markets abroad, it seems likely that use of the Madrid system will be occasional.  If they have not searched internationally before adopting the mark or have not taken advice about registrability, they may be faced with refusal of protection in some of the designated states and consequent unbudgeted costs for the help of local IP attorneys during prosecution at the national offices.  At least in the early years, it is probable that these applicants will continue to file nationally in the countries of definite commercial interest. One can see that after Japan joined the Protocol in March 2000, the use of the system by Japanese applicants was very cautious, rising only from 144 International Registrations in 2000 to 240 in 2002.

There are questions also which every US-based applicant must consider.  Is a US application a suitable base for an International Registration?  Due to the requirement of US law that the applicant must use or intend to use the mark in relation to particular goods or services specified in the application, applications at the USPTO define the goods or services in a narrower manner than in most other countries. The International Registration cannot be broader than the application in the Office of origin.  Therefore the Registration taking effect in countries abroad may have a narrower scope of protection than the national law there would allow if a national application were filed.  An “intent-to-use” application in the US may be worded somewhat more broadly at the outset but this will be restricted if a narrower statement of use is filed later.  This restriction will also affect the scope of the International Registration because the USPTO must notify the International Bureau of any restriction, abandonment or cancellation of goods or services within 5 years after the international registration date.

This is part of a larger disadvantage for US-based applicants because the International Registration will be cancelled if the US application does not proceed to registration or if the US registration is cancelled during 5 years after the international registration date.  In addition to the requirement of use, a US application faces more hurdles than in most other countries, including ex officio refusal based on a prior mark, or refusal in opposition proceedings after an elaborate (and potentially expensive) procedure.  Under the Protocol, an International Registration that is cancelled can be transformed into national applications but this incurs the costs that the Madrid route is intended to save.

Nevertheless, despite these disadvantages, it is likely that there will be extensive use of the Protocol, at least by larger US corporations.  Members of the profession in other Protocol countries who have relied on income from the filing of national applications for US clients will have to restructure their trade mark practices.

8. Possible Link between the Madrid Protocol and the Community Trade Mark

As I have already mentioned, discussion has been resumed on two documents prepared by the European Commission back in 1996:

1. Proposal for a Council Decision to approve the Madrid Protocol and authorising accession of the European Community to the Protocol; and

2. Proposal for a Council Regulation amending the Community Trade Mark Regulation  to allow:

· International Registration on the basis of applications for a Community Trade Mark and of Community Trade Marks; and

· International Registrations designating the European Community.

These proposals were not accepted at the time, primarily because of problems with languages and with an option to convert an International Registration whose protection for the EC has been refused or cancelled at the OHIM into territorial extensions to Member States under the Protocol or the Madrid Agreement.  Even if Spanish is added to the languages of the Protocol, a number of those problems will remain.  However we do not have time to deal with them all today.  Let us assume that the Commission Proposals will be adopted without major changes
.


If the EC can be designated on an International Registration under the Protocol, the use of the Madrid route can be expected to increase substantially, not only among European trade mark owners but also among overseas applicants, more particularly US-based applicants who, as already mentioned, own about 26% of CTM applications.  The EC designation will result in the International Registration being examined at OHIM as if it were a CTM application, but if no ground of refusal arises and no opposition is lodged, there will be no European professional representative involved.


This procedure under the Protocol has an elegant and logical simplicity about it.  One must also recognise that the entry of the US into the Protocol will also allow European applicants to designate the US on their International Registrations, which may if desired be based on a CTM application.  However the applicant must deal with all of the requirements of US law
, including: 

1. a declaration of bona fide intention to use the mark in commerce, signed by the applicant for, or holder of, the International Registration,  must be attached to the request for extension of protection to the US when that request reaches the International Bureau;

2. the application will be examined with regard to the wording of the list of goods or services in accordance with US practice, which differs substantially from that of the International Bureau or the OHIM and which demands specific identification of the goods or services for which the applicant has the intention to use the mark;

3. objections may be raised ex officio based on similar prior registered marks;

4. an opposition may be lodged by any person who believes he would be damaged, not necessarily the owner of an earlier trade mark. 

In most cases, therefore, it seems unlikely that the US extension of protection for an International Registration will go through without a notification of refusal which will require the appointment of a US Attorney to handle the prosecution. In addition, although the renewal of the International Registration will be handled centrally at the International Bureau, the owner will be required to file the usual US affidavits of use of the mark in commerce, firstly within 6 years and thereafter at the end of each 10-year period from the date of issue of the certificate of extension.  As a practical matter, it will be necessary to designate a person resident in the US to receive notices or process in proceedings and to handle the affidavits of use.


Overall it appears that the entry of the US and the EC into the Protocol would have a relatively small effect on the profession in the US but potentially a major effect in Europe.  For trade mark owners also, there is an imbalance between the two legal systems which require use in the US but allow anyone to register at the OHIM without any intention to use in the EC and without any sanction unless a third party raises a challenge on the ground of non-use after 5 years.  Perhaps – and I put this question personally, not on behalf of FICPI – perhaps Europe is being too generous?

Andrew Parkes
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� Consultant to Tomkins & Co., Dublin; Chair of FICPI CET Group 1 (Trade Marks)


� Among Caribbean nations, Trinidad and Tobago is the only Contracting Party.


� Document SCT/10/2 accessible at � HYPERLINK "http://www.wipo.int/documents/en/document/sct/index_10.htm" ��http://www.wipo.int/documents/en/document/sct/index_10.htm� 


� Document SCT/10/3 Prov.


� Cuba is a member of both the Agreement and Protocol.  Another Caribbean country that is a party to the protocol is Antigua and Barbuda.


� Case C-40/01 Ansul BV v. Ajax Brandbeveiliging BV


� Joint Statements by the Council and the Commission entered in the minutes of the Council meeting at which the Regulation on the Community Trade mark is adopted on 20 December 1993.


� For example, in 2001 there were only 92 conversion applications in Ireland.


� EU Enlargement was discussed at the FICPI Open Forum in Prague, October 2002.


� The relevant provision s of the Accession Treaty can be accessed at � HYPERLINK "http://www.oami.eu.int" ��www.oami.eu.int� 


� As already mentioned, I acknowledge assistance from US members of CET Group 1, including Ethan Horwitz, Jon O. Nelson and John P. Sutton.  However any opinions that I express are my own.  I also consulted “The Madrid Protocol: A Slumbering Giant Awakens At Last” by Jerome Gilson and Anne Gilson LaLonde, published by Matthew Bender & Company, Inc., 2003.


� A revised version of the documents is currently under discussion in Brussels.


� Provisions to implement in the United States the Protocol relating to the Madrid Agreement concerning the International Registration of Marks, to be added after 15 U.S.C. 1129





