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Introduction


This presentation reviews developments at WIPO, both in the SCT and in relation to the Madrid Protocol.  Possible establishment of a Link between the Protocol and the CTM following shortly after entry of the USA into the Protocol could transform the present international trade mark systems, with major effects on our profession.

Revision of the Trademark Law Treaty (TLT)


The SCT is discussing possible amendments to the TLT, particularly concerning electronic filing, continued processing and reinstatement of rights, even though there are only 31 parties to the existing Treaty and none in Central or South America.

Further Development of International Trademark Law and Convergence of Trademark Practices


The SCT has drafted a substantial Questionnaire to collect information about national practices and to identify issues which require to be addressed at international level, but there is little pressure for harmonizing substantive trademark law.

The Madrid Protocol


57 States are parties to the Protocol, and the US will join them later in 2003.  There is significant support for adding Spanish as a third language to attract Spanish-speaking countries.

The Choice of Routes for Protecting a Trade Mark in Europe.


The choice between the national, Madrid and CTM routes depends upon the perceived advantages and disadvantages of each.

Enlargement of the European Union


10 new Member States are due to enter the EU in May 2004.  The value of a CTM will be greatly enhanced.

Effects on the Profession


The CTM has resulted in a loss of work for IP attorneys before national offices but the amount of contentious work has increased to fill some of the gap.  The handling of CTM or national applications for US applicants has been rewarding for some sectors of the profession.

Entry of the USA into the Madrid Protocol


Considering first the situation if the Protocol takes effect in the US before the Link with the CTM system: it seems likely that large corporations will use Madrid usually but smaller businesses only occasionally.  There are questions as to whether a US application is a suitable base for an International Registration, particularly because of the narrow definition of goods and services.

Possible Link between the Madrid Protocol and the Community Trade Mark


The European Commission proposals for the Link, issued in 1996, are being discussed again following the indication that Spanish may be added as a third language in the Protocol.  If the EC can be designated on an International Registration, use of the Protocol can be expected to increase substantially. For an overseas applicant, if no ground of refusal arises at OHIM and no opposition is lodged, there will be no European professional representative involved.


In contrast, a European applicant designating the US must deal with all of the requirements of US law, particularly with regard to intention to use, definition of the goods/services, and ex officio refusal based on earlier marks.  A US Attorney will be needed to handle the prosecution and later affidavits of use.


For applicants, there is an imbalance between the two systems.  Perhaps Europe is being too generous?
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