The Community Design: First Experience and Future Prospect


Dr. Martin Schlötelburg�


Coordinator, Designs Department, OHIM





On 1st April 2003 OHIM begun registering and publishing Community designs. At the end of April has received around 3000 designs for registration from around the world. In the following, the first experience of OHIM with the filings are summarized and some essential features of the registration proceedings are outlined.





First numbers


The highest share in the number of applications are held by Germany (24%). Second in order is United Kingdom (12%) contributing with around half of the German filings. Surprisingly, the third rank is held not by Italy or France, famous for their fashion and design industry, but by Spain (8%). The applications received from USA (6%) and Japan (3%) are still low, however, in recent times the filings from USA are sharply rising, apparently in consequence of an increased understanding of the new system. 


Although, the first two registered and published Community designs have been filed by a major Japanese company (registration number 13, Casio Computer Co.) and a multinational automobile enterprise (registration number 21, Daimler-Chrysler AG), a relatively high number of  applications are coming from individual designers or small enterprises with no or little experience in IP. OHIM is rather proud of those “beginners” proving that the huge effort undertaken by the Office in communicating the new IP right to all circles of potential interest has achieved its goal.


In 86% of the applications a legal representative is appointed. Similar to the situation in Community trademarks, the Spanish law firms managed to attract a rather significant portion of the business (17%), being third in rank after German (25%) and British (20%) law firms. 





The Bulletin


The registrations are published in the 11 official languages of the EU in the Community Design Bulletin, which is published only in electronic format and is accessible via internet free of charge (http://oami.eu.int/en/design/bull.htm). At present, the Bulletin is published bi-monthly in PDF format with very limited search capacities. Therefore, a searchable database similar to “CTM Online” is in preparation which will allow to search published registrations of Community designs at least according to products, class, applicant and filing date. Concerning the date of registration, it is important note that according to the second sentence in Article 48 CDR� the registration shall bear the date of filing, i.e. date of registration equals date of filing. 


The Bulletin consists of three parts: Part A relates to the registrations of Community designs; Part B refers to entries in the Register subsequent to registration, such as amendments, transfers, licences, etc.; and Part C lists renewals and information on expired registrations. At the present early stage, most relevant is Part A consisting of two sections: A.1 containing the registrations published in full and A.2 indicating restricted information for registrations with request for deferred publication. 


In the Bulletin, each item is preceded by the corresponding INID-code in accordance with the WIPO standard ST 80. A Vademecum explaining the meaning of the codes is available online (http://oami.eu.int/en/design/pdf/vademecum.pdf ).





Language 


OHIM has received applications in the 11 admissible languages of the European Union, however, English (30%) and German (25%) are dominating, followed by Spanish (11%), Dutch (9%), French (7%) and Italian (6%). Applicants have to indicate a second language which has to be one of the five languages of OHIM and which has to be different from the language of filing. Where the language of filing is not one of the five languages of the Office, OHIM sends his written communications in the second language. In 65% of the applications received so far, English is indicated as second language.


Usually, the language of filing is the language of the application form, however, the Office accepts that the indication of products is made in the second language allowing, for instance, to file an application in English and indicate the products in German provided German has been specified as the second language. 





Multiple applications


The European system allows for so-called multiple applications, i.e. one filing which includes several designs. No upper limit exists for the number of designs included in a multiple application. The feature of the multiple application allows to save costs, because only for the first design the full fee (350 Euro) has to be paid, whereas for every additional design in the multiple application only a reduced fee is due. For instance, the fee for a multiple application with 20 designs amounts to 2725 Euro, whereas the fees for 20 single applications would sum up to 7000 Euro. 44% of the filings received by OHIM are multiple applications including in average 5,6 designs per multiple application. However, several applications with more than 100 designs have been received, one of them containing even more than 300 designs. 


Since the designs in a multiple application may have very different destinies (some may be subject to a request for deferment, other not, others may be deficient and later been withdrawn) the Office assigns an individual file number to each design in a multiple application, which consists in a basic number common to all designs in the multiple application plus a 3-digit extension. After registration each Community design in a multiple application constitutes a right in its own and may be transferred or licensed individually. 





Indication of products


Applicants have to indicate at least one product to which the design is applied. Where a multiple application is concerned, all products indicated for all designs in the application have to fall in the same main class of the Locarno Classification (except where the designs concern ornamentation). Where several products are indicated in a single application, the products do not to belong to the same class.


Since the indication of products is entered in the Register and the Register is administrated in all the 11 official languages of the EU, the products have to be translated before registration. As a European institution the Office is not entitled to do the translation on its own, but has to send it to the Center of Translation in Luxembourg which takes some time (weeks). Therefore, an applicant will save a considerable amount of time in the registration proceedings when he applies the terms in the EuroLocarno database of the Office (http://oami.eu.int/en/design/eurolocarno.htm) which includes the list of products of the Locarno Classification plus around 2000 additional terms and which is already pre-translated in all the 11 languages.  


In most of the application received so far by OHIM between one and two products per design are indicated. The preferred classes are class 9 (packages and containers), class 12 (means of transport), class 6 (furnishing) and class 7 (household goods). 





Representation of the design


The designs may be represented in color or black&white. At present, OHIM has received around 30% of the designs in color. Photos and drawings are both admissible. A design can be presented in up to seven views, i.e. applicants are free to file only one view. This is even true for three-dimensional designs; there is no obligation to present a 3D design from all sides. For instance, an applicant may file only a side view of a bottle, leaving open the aspect form other perspectives, thereby achieving a broader scope of protection since the features from the other sides are not specified. For instance the published registration no 864 shows multiple designs of bottles, all bottles are represented only in one side view.





Fax filing


Although, filing by fax of representations of designs is not appropriate in many cases, in particular where photos or color representations are involved, the Office receives around 30% of the application by fax. The Office grants the date of receipt as the date of filing as long as the fax is not illegible or incomplete. Where the applicant submits a confirmation copy within one month from the filing date, the Office will proceed with the registration on the basis of the confirmation copy maintaining the date of filing as the date of the receipt of the fax transmission, i.e.  even in case of a color representation transmitted by fax, the applicant may have his Community design registered and published in color with the date of filing being the date of receipt of the fax. Further explanations and other relevant information concerning the examination proceedings can be found in the Examination Guidelines published online (http://oami.eu.int/en/design/pdf/examguidelines%20en.pdf). 





De(signs)


According to the definition in Article 3 CDR, a ‘design’ means the appearance of the whole or a part of a product, resulting from the features of, in particular, the lines, contours, colors, shapes, textures and/or materials of the product itself and/or its ornamentation. The definition of ‘product’ is very broad and covers any industrial or handcraft item, including inter alias parts intended to be assembled into a complex product, as well as packaging, get-up, graphic symbols and typefaces, but excluding computer programs. 


Most interesting, Article 3 CDR explicitly mentions a “graphical symbol” as an example of a product whose appearance could be protected by the Community design. In OHIM there is a common understanding that Article 3 CDR allows for filing a figurative sign as a Community design. For instance, OHIM has registered the Community design No 310 indicating “graphical symbol” as product classified in class 99 and consisting of the letter “F1” with some figurative elements. 


The attraction of registering a figurative sign as a Community design lies in the fact that the design protection is not limited to specific goods and services. On the contrary, Article 36(6) CDR stipulates that the scope of protection of a registered Community design is not affected by the indication of products specified in the application. Another advantage of designs versus trademarks is the fast registration: a Community design is registered within a few weeks from the date of filing of the application, whereas the registration of a Community trademark takes in average 17 months with no opposition and 35 months where an opposition is raised.





Registration and invalidity proceedings


The registration proceedings for Community designs are restricted to an examination of the formalities of the application, i.e. payments, quality of the drawings or photos etc. Prior to registration there is no substantive examination, i.e. novelty and individual character of the designs are not subject to examination. However, after registration, third party may object to a registration by filing an invalidity request with OHIM based on prior art or other earlier rights. The Office will cancel the registration where the facts and evidence presented by the third party prove that the contested Community design does not fulfil the requirements for protection. The invalidity proceedings may be instituted at any time after the registration, i.e. there is no time limit. The office fees for the invalidity proceedings amount to 350 Euro in total per contested Community design. At present, the Examination Guidelines related to the invalidity proceedings are in preparation and will be published on the website of OHIM in mid 2003.


All the examination proceedings in OHIM are based on IT tools, i.e. applications received on paper are scanned and the information is keyed into the system. The examiners only work with computers, no paper files. Applications may be send as well in electronic format (e-filing).





Enlargement of the European Union


On 1st May 2004 the European Union will be enlarged to a total of 25 Member States. The Community design will be extended to the new Member States without additional costs, i.e. in May 2004, the Community designs cover 25 States for just 350 Euro. Registrations prior to 1st May 2004 will be extended automatically.


The 10 new Member States introduce 9 new official languages into the European Union, with the consequence that from May 2004 the filing and registration of Community trademarks and designs with OHIM may proceed in any of the 20 languages. The OHIM responded in time to this new challenge by having initiated an external recruitment taking into account skills in the new official languages; some of the new staff members are foreseen for the Designs Department. 





Summary


The increasing number of applications demonstrate that the Community design has been accepted by industry. By means of this new system, a design can be protected in the 15 (25) Member States of the European Union for only 350 Euro. Since only formalities are examined prior to registration, a protection right can be the obtained within a few weeks. Therefore, a registered Community design is attractive even for short living articles.
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