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ABSTRACT

The Madrid System Concerning the International Registration of Marks has, in recent years, seen a steady flow of new members.  The trend towards accession to the Madrid System is clearly continuing.  

During the course of the year 2002, the International Bureau of WIPO received and examined more than 23,000 applications, recorded and published more than 22,000 registrations.  Compared to previous years, and despite a slight decrease in the number of new registrations, owing to the global economic slowdown, the total number of transactions under the Madrid System, in 2002, continued to increase for the fifth consecutive year.  At the end of 2002, the International Register contained a total of some 400,000 registrations in force.  This is roughly equivalent to over 4.5 million national registrations.  An interesting fact to highlight in this regard is that the Madrid system is being used extensively by a large number of small and medium-sized enterprises.  More than half of the total registrations (over 57%) belong to the vast majority of Madrid users–i.e. over 120,000 rightholders– who hold between 1 and 10 registrations each, and most of whom are, presumably, SMEs. 

A number of amendments to the Common Regulations under the Madrid Agreement and Protocol recently came into force.  These introduced several important changes in the international procedure.  The purpose of these amendments is to make the international procedure simpler and user-friendly, while at the same time accommodating the needs of the growing number of Contracting Parties participating in the Madrid System.  Further changes are under consideration, in particular concerning the possible inclusion of Spanish as a working language and certain modifications necessary to accommodate possible accession by the EC (regional Office).  

The Hague System concerning the international registration of industrial designs is currently undergoing critical changes and is facing a challenging moment in its life.  A new Act, the Geneva Act of 1999, was conceived as the instrument that should allow the Hague System to expand, by making it more user-friendly, flexible and attractive to countries with examining offices, such as the United States or Japan.  The entry into force of the Geneva Act is expected to take place this year.  From June 24 to 27, 2003, a Working Group of the Hague Union will meet to consider proposals for Common Regulations that, if adopted, would facilitate the global administration of the Hague System and allow for the filing of combined applications under the three different Acts applying under it.  

During the course of the year 2002, the International Bureau of WIPO examined more than 4,200 applications and recorded a similar number of registrations, covering over 20,000 designs, some 3,000 renewals and a similar number of other changes to existing registrations.  It is also of interest to note that by the end of 2002, the International Register had some 36,000 deposits in force, which were the equivalent of some 400,000 national deposits.  Since the Hague System started operating back in 1928, the number of deposits ever effected under the system amounts to a total of some 2,000,000.  Just like Madrid, the Hague system is also being largely used by SMEs and individuals.  Some 12,000 such users, holding between 1 and 10 registrations each, account for 57% of the international deposits in force.  It is also interesting to note that the Hague System is being used to protect a wide spectrum of products from high-tech to low-tech goods.  

Information technology plays an essential role in Madrid and Hague operations.  One of the biggest challenges now is to continue to develop and further expand electronic communication with the Offices of Contracting Parties, and as much as possible, also with users.

WIPO has also been traditionally active in normative activities in the field of marks, industrial designs and geographical indications.  Since the inception of the Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications (SCT) in 1998, the substantive and normative activities of WIPO have been conducted through that Standing Committee.

Recent achievements of the SCT include the adoption of “soft law” provisions on well‑known marks, on trademark licenses and on the protection of marks on the Internet.  The Assembly of the Paris Union for the Protection of Industrial Property and the General Assembly of WIPO subsequently adopted and issued those provisions as Joint Recommendations.

Recent work at the SCT has focussed on a number of topics.  Of main importance is the revision of the Trademark Law Treaty of 1994 in the light of recent developments.  The issues currently considered for revision include:  the creation of an Assembly of the TLT Contracting Parties;  the incorporation into the TLT of the Joint Recommendation concerning trademark licenses;  provisions limiting the requirement of mandatory representation for the purposes of certain procedures before a trademark office;  new provisions on electronic filing and communications with the IP offices, including the required translations;  provisions on relief in respect of time limits fixed by an office, and reinstatement of rights in case of loss of rights due to involuntary or unavoidable circumstances.  

The SCT is currently embarked on work aimed at harmonizing substantive trademark law and achieving greater convergence of trademark practices among the members of WIPO.  A questionnaire to this effect has been adopted and will be sent to the SCT Members to obtain information for a study that will help define the scope of such harmonization.  That study would be presented in 2004.   
The SCT is also discussing outstanding issues relating to the recognition and protection of geographical indications and the use of certain names and signs as domain names on the Internet.  It has also started to identify topics relating to the protection of industrial designs, in particular their relation to the protection of three‑dimensional marks.
Future work of WIPO in the area of trademarks, industrial designs and geographical indications is outlined in the draft WIPO Program and Budget for the biennium 2004-2005.  Envisaged future activities of WIPO and the SCT include the preparation of a diplomatic conference to adopt a revised TLT during the 2004‑2005 biennium, and the preparation of studies on issues relating to the law of marks, industrial designs and geographical indications, including on the protection of industrial designs and ways to effectively combat unfair competition.  
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