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Madrid Agreement, Madrid Protocol, Community Trade 
Mark, National registration - which is to be preferred or is a 
combination the best course? What circumstances dictate 
the decision? What are the respective costs? How does 
one search for conflicting marks? Can a watch be placed 
on filings for similar marks? The protocol/CTM link has 
been available for one year now. What is the experience so 
far? 

INTRODUCTION
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THE MADRID SYSTEM

• The Madrid System of International Registration of Marks
• The Madrid Union: the Contracting Parties to the 

Agreement and the Protocol
• The International Bureau
• The Contracting States in Europe
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REGULATIONS ON THE MADRID SYSTEM

• Madrid Agreement Concerning the International 
Registration of Marks of April 14, 1891

• Protocol Relating to the Madrid Agreement Concerning 
the International Registration of Marks of June 27, 1989

• Common Regulations under the Madrid Agreement 
Concerning the International Registration of Marks and 
the Protocol Relating to that Agreement

• Administrative Instructions for the Application of the 
Madrid Agreement Concerning the International 
Registration of Marks and the Protocol Relating Thereto
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MEMBERS OF THE MADRID UNION

22



22



TOTAL: 15 STATES

MEMBERS OF THE MADRID AGREEMENT
AND MADRID PROTOCOL IN EUROPE
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NON-MEMBERS



MEMBERS OF THE MADRID PROTOCOL
IN EUROPE
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TOTAL: 8 STATES
NON-MEMBERS



• Central Attack:
� Possibilities of oppositions or of infringement actions 

in the country of origin?
�Practice of the National Trademark Office in 

examining and accepting trademark applications 
and/or oppositions?

• Specification of goods and services:
� Is the National Trademark Office rigorous?
• Form of marks:
� Country variations in acceptance of form of marks?

DISAVANTAGES OF THE MADRID SYSTEM
Importance in determining the Country / Office of Origin – Which Strategy?
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THE COMMUNITY TRADEMARK SYSTEM
Legislation up to date

• Council Regulation (EC) No. 40/94 of December 1993 on the 
Community trademark (Consolidated version)

• Commission Regulation (EC) No. 2868/95 of 13 December 1995 
implementing Council Regulation (EC) No. 40/94 on the Community 
trademark

• Commission Regulation (EC) No. 782/2004 of 26.04.2004 amending 
Regulation (EC) No. 2868/95 the accession of the European 
Community to the Madrid Protocol

• Commission Regulation (EC) No. 2869/95 of 13 December 1995 on 
the fees payable to the Office for Harmonization in the Internal
Market (Trademarks and Designs)

33



• Commission Regulation (EC) No 781/2004 of 26.04.2004 amending 
Commission Regulation (EC) No 2869/95 on the fees payable to the
Office for Harmonization in the Internal Market (Trade Marks and
Designs)

• Council Regulation (EC) No. 216/96 of 5 February 1996 laying down 
the rules of procedure of the Boards of Appeal of the Office for
Harmonization in the Internal Market (Trademarks and Designs)

• Council Regulation (EC) No. 1992/2003 of 27 October 2003, 
amending Regulation (EC) No 40/94 on the Community trademark to 
give effect to the accession of the European Community to the 
Protocol relating to the Madrid Agreement concerning the international 
registration of marks adopted at Madrid on 27 June 1989
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EXTENSION
European Member States

From the date of accession (1 May 2004), a Community trade mark registered or applied for before the 
date of accession shall be extended to the territory of the ten new Member States (Czech Republic, 
Estonia, Cyprus, Latvia, Lithuania, Hungary, Malta, Poland, Slovenia and Slovakia) 

Austria Belgium Denmark

Finland France Germany Greece

Ireland Italy

PortugalLuxembourg

Spain Sweden The Netherlands United Kingdom

Cyprus Czech Republic

Estonia

Hungary Latvia Lithuania

Malta Poland Slovakia

Slovenia

TOTAL: 25 STATES 33



TIME TABLE OF THE OHIM PROCEEDINGS
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OHIM FEES

• Commission Regulation (EC) No 1042/2005 of 29 June 
2005 amending Regulation (EC) No 2869/95 on the fees 
payable to the Office for Harmonization in the Internal 
Market (Trade Marks and Designs)

• New OHIM fees proposal:
� Basic application - Existing fee 975 euros - Accepted new fee 

900 euros (750 euros – electronic filing)
� Madrid Protocol basic (inc registration) - Existing fee 1875 euros 

- Accepted new fee 1300 euros
� Renewal (basic) - Existing fee 2500 euros - Accepted new fee 

1500 euros
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• Accession of the European Community to the Madrid 
Protocol (1989)

• The Madrid protocol (1989) entered into force, with 
respect to the European Community, on October 1, 2004

ACCESSION OF THE EUROPEAN COMMUNITY
TO THE MADRID PROTOCOL
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• One year ago, on 1st October 2004, the accession of the European
Community to the Madrid Protocol entered into force. During the first
year, the EU was designated in more than 6,500 international
registrations received in Geneva. On the basis of more than 3,700 
designations received at the OHIM, the TOP 10 offices of origin are: 
United States (658), Germany (637), Switzerland (589), Benelux
(370), France (314), Australia (211), United Kingdom (199), Italy
(198), Japan (111) and Austria (56). 

• During that same period, OHIM received more than 1,800 
international applications where a CTM application or registration
was used as basis. The TOP 10 countries of origin of the owners of
these CTMs are Germany, the United Kingdom, Spain, France, Italy, 
the Netherlands, Sweden, Austria, Finland and Ireland. 

Statistics over the period 2004-2005 (to date)
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NATIONAL FILINGS

• Disadvantage:
� Expensive (if more than a very limited number of countries)

• Advantages: 
� Independency by other registrations
� Registrations may be fast – expedited trademark examination
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• National filing
• Direct filing of Community Trade Mark
• Designating the EC onto an International Registration
• Designating separately EC contracting states onto an

International Registration

FOUR ROUTES FOR PROTECTING 
MARKS IN EUROPE

55



• Extension of territory
• Legal proceedings
• Languages
• Searches
• Costs

ADVANTAGES / DISADVANTAGES
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• Territories to be covered – National or regional systems
• Distinctiveness of the mark and its likelihood of 

registration
• Likelihood of oppositions
• Likelihood of infringement actions
• Likelihood of continued use
• Location of home application
• Duration to get a protection
• Fees

ELEMENTS TO CONSIDER
before taking a decision
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A

23/10/2000 Spanish Trademark
a) Cl. 29 

EUROSNACKS
Granted: 07-05-2001

b) Cl. 30
c) Cl. 44

03/11/2000 Community Trademark Application
Cl. 29, 30 i 44

EUROSNACKS
Granted: 05-12-2001

EXAMPLE 1
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B
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23/10/2000 Spanish Trademark
a) Cl. 29 

EUROSNACKS
Granted: 07-05-2001

b) Cl. 30
c) Cl. 44

03/11/2000 Community Trademark Application
Cl. 29, 30 i 44

EUROSNACKS
Granted: 05-12-2001

Austrian Trademark01/08/2000

International Trademark
EUROSNACKS

23/01/2001

C
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Fees

National filing

CTM filing

National filing (ES) 

+ International Registration
(designating FR and UK)

Spain

143 (*)

France

215 (*)

United Kingdom

294 (*)

Total 1 

652

Filing

900 (*)

Registration

850 1.750

143 (*) [if Spain is the country of origin] + 47
[expedited examination]

424 + 48 (FR) + 250 (individual fee – UK) 912

(*) Professional Representative

EXAMPLE 2
Protection in Spain, France, United Kingdom for one class
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Fees

National filing

CTM filing

+ National filing

National filing (ES)               
+ International Registration
(designating FR, UK, PT, 
Benelux)

Total 1

652

Portugal

79 (*)

Benelux

240 (*)

Total 2 

971

1.750 1.750

912 48 48 1.008

(*) Professional Representative

EXAMPLE 3
Protection in Spain, France, United Kingdom AND Portugal and Benelux
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Fees

National filing

CTM filing

+ National filing

National filing (ES)               
+ International Registration
(designating FR, UK, PT, 
Benelux, CH)

Total 2

971 453 (*)

Switzerland Total 3 

1.424

1.750 2.203

1.008 48 1.056

453 (*)

(*) Professional Representative

EXAMPLE 4
Protection in Spain, France, United Kingdom, Portugal, Benelux and Switzerland
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THANK YOU FOR YOUR ATTENTION !

sugranes@sugranes.com


