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INTRODUCTION

Madrid Agreement, Madrid Protocol, Community Trade
Mark, National registration - which is to be preferred or is a
combination the best course? What circumstances dictate
the decision? What are the respective costs? How does
one search for conflicting marks? Can a watch be placed
on filings for similar marks? The protocol/CTM link has
been available for one year now. What is the experience so
far?
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THE MADRID SYSTEM

The Madrid System of International Registration of Marks

The Madrid Union: the Contracting Parties to the
Agreement and the Protocol

The International Bureau
The Contracting States in Europe
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REGULATIONS ON THE MADRID SYSTEM

Madrid Agreement Concerning the International
Registration of Marks of April 14, 1891

Protocol Relating to the Madrid Agreement Concerning
the International Registration of Marks of June 27, 1989

Common Regulations under the Madrid Agreement
Concerning the International Registration of Marks and
the Protocol Relating to that Agreement

Administrative Instructions for the Application of the
Madrid Agreement Concerning the International
Registration of Marks and the Protocol Relating Thereto
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MEMBERS OF THE MADRID UNION

5. Miadrid Agreement Concermning the Imnmfernational Registration of Marks

MEfadrid Aoreement (Mvizrks) (1 8917). revised ar Brussels (1900). Washington (19117,
The Hague (1925). London (19234). Wice (1957) and Stockholm (196 7). and amended 1 1979

axwd

6. Protocol Relating to the Madrid Agreement Concerning the International Registration of Marlks

WIadrid Protocol (1 989%
(Twiadrid TIniond®

Status on September 22, 2005

State/ TGO IDate on which State Date on which State/TGOy
became party to becamne party o
the Twiadrid AAgreemenI’Q the Ihiadrnd Protocol (19897
Adbania October <4, 1995 July 30, 2003
Aldgeria . July 5. 1972 _

Aantiguia and Barbuda o
Armmenia
Aaastralia

Arerbaijan
Balrain .
Belarus .

Estonia .
European Commminity
Finland

Kryrgyvzstan .
Latvia.

December 25 1991
Janmuasry 1. 1909
December 25 1995
December 25 1991
July 15, 18927
Aazgmast b 2000
viarch 1. 1992
Anpoast 1. 1985
October 4. 19897
October B8, 1991
December G. 1989
MNoswvember <3, 20035
January 1. 1993
June 10, 1980

Julv 1. 1952

July 15, 18927

December 1. 1922
January 1. 190%

December 25, 2003

Ocrober 15, 1894
December 25 1991
June 26, 1998
December 25, 1991
January 1. 1995
February 12, 1999
December 25 1995
Julyw 14, 1933

September 1. 1924°
April 29, 1956
April 21, 1985

Julsy 30, 1917
Ocitober 7. 19938
June 30. 20047
Siarch 1. 1893511

Ifarch 17. 2000
Ocrober 19, 200057
Fuly 11, 20015°
April 13, 1999

December 15, 2005
Fanumary 18 2002519
April 1. 199877
Sugnst <, 2000

October 2 2001 %9

INowvember 4, 20037
September 25, 199G
October 3. 1996
Febrmary 13 199657

MNovember 18, 199855 8
October 1. 2004520
April 1. 19967
™Nowvember 7. 1997%
Angust 20, 19985 12
Miarch 20, 1996
Aromast 10, 2000
October 3, 1997
April 15, 199752
Diecember 25, 20037
October 19, 2001757
April 17, 2000°°
MIarch 1<, 2000519

JTune 26, 19987
June 17. 2004°
January S. 2000
February 12, 1999

hfarch 17. 1998
TNowvember 15, 19977
April 1. 199857
September 27, 1996
June 16, 2001
October 8. 1999
Oictober 7. 1998
June 30, 2004°
April 1. 1998351
Mdarch 29, 19967F
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Date o which State/ TGO

State/ T

IDare on which Stare
becamnms Darty to =
the Iwiadrid A greenment

becasnme party to

the Mwiadnd Protocol (19897

Russian Federation
San hWiarmtwo -
Serbia and hvWlonterneoro
Sierra Teoie

narch 18 1991
October 31, 1893

December Z5. 1991
Orcrober &, 1920
Julsy 1. 1976
September 25 1960
April 27, 1992

June 17 1997

March 4. 19979
MMarch 20. 1997
April 1O, 20035°
IDecember L. 1997°
July 28, 1998

Junryve 1O, 1997

Febrmary 1 7. 1998
Drecsmber 28 1999
October 31 200077

Singapore

Slo~akia - Tanuary 1. 1993 September 13 199719
= June 25, 1991 March 12, 1998
= July 1S5S, 1892 IDecembrxer L. 1995
- DvIasy 16, 198<F —
- December 1<, 1998 IDecember 13, 1998
_ == December 1, 199555
- July 1S5, 1892 InvIas 1. 199 7% 19

= Anpnrst 5 2003

SAaanromnst S, 200
= December 25 1991 —

Tajilastany

The former Y ugoslase
Republi

Tuarkenw

Angust 30, ZOO2
January 1. 199955 10,
== September 28, 1999519
= December 25 1991 December 29, 2000°-%
— December 1. 19955513
— MNovember 2 20037
IDecember 25 1991 —
niarch 2. 1949 =
— MNovember 15, 204 E

September 8 1991

Trmitedc Kingdom - =
Timited Stares of Aamerica

(Total: {78} =] (ST

I The dfadsid Linion is composed of the States party to the hfadrid Apgreement and the Contracting Parties to the hdadsid Protocol

T AN the States Pparty to the Dadrid Agreement have declared. nnder Asticle 35y of the TWice or Stockholm Act, that the protection arisiang ffom internation:
registraticn shall ot extend to them unless the propristor of the mark so Tequests_

3 The tesrritories of Belginm. Luxembourz and the Kinsdom of the MNethesrlands in Eurcpe are to be desmed a single country. for the application of the MWiad
Agrecnacnt as fron: Janwmaiw 1. 12971, and for the applicaticon of the Protocol as fiooa Agpril 1. 1998,

# IJor applicable to either the Hong FHong Special Adminisorative Regicon or the hMacau Special Administrarive Fegion.

¥ In accordance with Asticle SC2M3b) and {c) of the Protocol this Contracting Party has declared that the time linmit to notify a refasal of protection shall be
18 months and that_ where a refisal of protection resulis ffom an opposition to the granting of protection. such refusal may be notified afrer the expisy of the
18 smonth timnme it

® Im accordance wwith Asticle 8(73(a} of the Protocol. this Contracting Party has declared that. in comnection with each reguest for territorial extension bo it o

the protecticon of an intematicmal registration and the renewal of any such international registration. it wants fo receive. instead of a share in the retvenue
produced Loy the supplementary and complementary fee. an individoal fee.

ot applicable to the Farce Islands and to Greenland.

% Im accordance wwith MAsticle 134{35) of the Protocol. this Contracting Party has declared that the protection resulting ficm anw intermaticonal registraticmn effect
undesr this Protocol before the dare of ennry into force of this Protocol withh respect 1o it cannot be exrended to it

® Imcluding all Onverseas Depastments and Territorics.

19 In accordance with MAsticle S{23h) of the Protocol, this Centracting Farty has declared thart the time limit 0o notify a refusal of protection shall
e 18 macaatiis.

12 The instrument of ratificaticon of the Stockholm SAct and the instrument of acceptance of the Protocol were deposited for the Kingdom in Eurcpe. The
IMetherlands extended the application of the hiadricd Protocol to the MNetherlands Antilles with effect ffom SApril 28, 2003

12 are of accession by the Soviet TUnion, comtinued by the Fussian Federation as ffom Decembes 25 1991

13 masification in respect of the LTnited Kingdom and the Isle of hian.
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MEMBERS OF THE MADRID AGREEMENT
AND MADRID PROTOCOL IN EUROPE

— i : Ie= il

Austia Belgium Cwyprus Czech Republiz France
== — il s
— — L
(FETm any Hungary [tahy Liz¢embourg Faland
(& | o e i —
Fe—— .
Fortugal Slowak ia Slovenia Spain The Metherlands
TOTAL: 15 STATES NON-MEMBERS
* —
.

hiatta Latwia



“== SUGRANES

MEMBERS OF THE MADRID PROTOCOL

Cenmark

Ireland

TOTAL: 8 STATES

IN EUROPE
I =
E=tonia Finland
-
Lithuania Seden

-P
- | S—

(3Teaca

h.":llﬁ
[ .:q

IInited Kingdom

NON-MEMBERS

- L
L
hiatta Latwia
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DISAVANTAGES OF THE MADRID SYSTEM

Importance in determining the Country / Office of Origin — Which Strategy?

 Central Attack:

» Possibilities of oppositions or of infringement actions
in the country of origin?

» Practice of the National Trademark Office in
examining and accepting trademark applications
and/or oppositions?

« Specification of goods and services:

> |s the National Trademark Office rigorous?

« Form of marks:

» Country variations in acceptance of form of marks?
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THE COMMUNITY TRADEMARK SYSTEM

Legislation up to date

Council Regulation (EC) No. 40/94 of December 1993 on the
Community trademark (Consolidated version)

Commission Regulation (EC) No. 2868/95 of 13 December 1995
impélemer;(ting Council Regulation (EC) No. 40/94 on the Community
trademar

Commission Regulation (EC) No. 782/2004 of 26.04.2004 amending
Regulation (EC) No. 2868/95 the accession of the European
Community to the Madrid Protocol

Commission Regulation (EC) No. 2869/95 of 13 December 1995 on
the fees payable to the Office for Harmonization in the Internal
Market (Trademarks and Designs)
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« Commission Regulation (EC) No 781/2004 of 26.04.2004 amending
Commission Regulation (EC) No 2869/95 on the fees payable to the
Office for Harmonization in the Internal Market (Trade Marks and
Designs)

« Council Regulation (EC) No. 216/96 of 5 February 1996 laying down
the rules of procedure of the Boards of Appeal of the Office for
Harmonization in the Internal Market (Trademarks and Designs)

« Council Regulation (EC) No. 1992/2003 of 27 October 2003,
amending Regulation (EC) No 40/94 on the Community trademark to
give effect to the accession of the European Community to the
Protocol relating to the Madrid Agreement concerning the international
registration of marks adopted at Madrid on 27 June 1989
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EXTENSION

European Member States

Czech Republic

-
{

Germany Greece

Latvia Lithuania

(9]
= Ly <
5 S S
< 8 e
5 I]

Luxembourg Malta Poland Portugal Slovakia
= A

Slovenia Spain The Netherlands United Kingdom

From the date of accession (1 May 2004), a Community trade mark registered or applied for before the
date of accession shall be extended to the territory of the ten new Member States (Czech Republic,
Estonia, Cyprus, Latvia, Lithuania, Hungary, Malta, Poland, Slovenia and Slovakia)

TOTAL: 25 STATES
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TIME TABLE OF THE OHIM PROCEEDINGS

Outturn Target 2005
1
st 2 ™ =
2004 1™ quarter i e Final
1. To reduce to 2 days the time taken
to issue the receipt for 90% of e e > da sd ad % da
electronicaily filed applications ¥= i 2% 7 N
2. To reduce to I week the time taken
to issue the receipt for 90% of those
applications which are filed by fax or 3 weeks 2 weeks 2 weeks 1 weeks lomsax
mail
3. To reduce to 14 weeks the time
tzken o finalise axamination for BO%:
of thoze applications that reach this 28 weeks 27 weeks 2l weals 22 waeks id eats
specific milestone of the procedure
4. To reduce to 32 weeks the time
taken o publish BO% of those
applications that reach this specific 56 weeks 33 weexs 435 weeks 40 weeks 32 weeks
milestonz of the procedurs
5. To reduce to 8 months the time
tzken to notify opposition decisions
once the adversarial part of the
proceedings has been closed for 805 19 months: ~I&months 12 months 12 months 8§ mgoths

of cases that reach this spechic
milestone of the procedure
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OHIM FEES

« Commission Regulation (EC) No 1042/2005 of 29 June
2005 amending Regulation (EC) No 2869/95 on the fees
payable to the Office for Harmonization in the Internal
Market (Trade Marks and Designs)

 New OHIM fees proposal:

» Basic application - Existing fee 975 euros - Accepted new fee
900 euros (750 euros — electronic filing)

» Madrid Protocol basic (inc registration) - Existing fee 1875 euros
- Accepted new fee 1300 euros

» Renewal (basic) - Existing fee 2500 euros - Accepted new fee
1500 euros
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ACCESSION OF THE EUROPEAN COMMUNITY
TO THE MADRID PROTOCOL

* Accession of the European Community to the Madrid
Protocol (1989)

« The Madrid protocol (1989) entered into force, with
respect to the European Community, on October 1, 2004
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Statistics over the period 2004-2005 (to date)

« One year ago, on 1st October 2004, the accession of the European
Community to the Madrid Protocol entered into force. During the first
year, the EU was designated in more than 6,500 international
registrations received in Geneva. On the basis of more than 3,700
designations received at the OHIM, the TOP 10 offices of origin are:
United States (658), Germany (637), Switzerland (589), Benelux
(370), France (314), Australia (211), United Kingdom (199), ltaly
(198), Japan (111) and Austria (56).

 During that same period, OHIM received more than 1,800
international applications where a CTM application or registration
was used as basis. The TOP 10 countries of origin of the owners of
these CTMs are Germany, the United Kingdom, Spain, France, ltaly,
the Netherlands, Sweden, Austria, Finland and Ireland.
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NATIONAL FILINGS

« Disadvantage:
» Expensive (if more than a very limited number of countries)

« Advantages:
» Independency by other registrations
» Registrations may be fast — expedited trademark examination
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FOUR ROUTES FOR PROTECTING
MARKS IN EUROPE

National filing
Direct filing of Community Trade Mark
Designating the EC onto an International Registration

Designating separately EC contracting states onto an
International Registration
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ADVANTAGES / DISADVANTAGES

« Extension of territory
» Legal proceedings
« Languages

« Searches

« Costs
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ELEMENTS TO CONSIDER

before taking a decision

Territories to be covered — National or regional systems

Distinctiveness of the mark and its likelihood of
registration

Likelihood of oppositions
Likelihood of infringement actions
Likelihood of continued use
Location of home application
Duration to get a protection

Fees
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EXAMPLE 1

23/10/2000 Spanish Trademark
a) Cl. 29
EUROSNACKS
Granted: 07-05-2001
b) CI. 30
c) Cl. 44

03/11/2000 Community Trademark Application
Cl. 29,301 44
EUROSNACKS
Granted: 05-12-2001
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World Intellectual Property Organization

ROMARIN 11/2001 Marks
111 MUMBER Mamero expediente
151 DATE 2001.01.23
171 PAID FOR 10 years
141 EXPIRATION DATE 2011.01.23
580 NOTIFICATION DATE  2001.10.25
450 PLBLICATION GAZ 2001/21 (2001.11.22)
270 LANGUAGE EN
540 MARK EUROSNACKS
550 DETAILS standard characters:
732 HOLDER TITULAR
Direccidn
B41 ORIGIN AT
822 BASIC REG. 2001.01.23 193 403
300 PRIORITY ATZ2000.08.01 Al 559772000

831 DESIGNATIONS
G432 DESIGMNATIONS

a11 MICE CLASSIF
a11 GOODVSERY

BX, CH, CZ, DE, ES, FR, HR, HU, IT, LI, MC, PL, PT, SI, SK
DK, FI, GB, NO, SE
03, 05,25,28, 32, 35, 41, 42

03

Eacfumeny srahicts smducts for the hody ahd hedubicare.
Eroduits de parfumeris; aroduits de soins corporels et esthetioues,

05
Balaami prepdralinns By medtal pyposes bandanes for medtalpmoses handaoes far fealth puoses hath
adaitives far medical pupases, RAth sats RRRLAl provarstiuns fay medkalppases blasteleating adits
chemical Bogusts for meaial pumoses: dlannasti sradusts fay medical parmoses: dletetic od and heverdges for
medizal pipases distel substabess far medical purpnses: hus for medical purnases slidrs (pharmaseulical
hegith care; hormones for medical pamnses, medcal heverages, medical sumlements for spovts persons
medicines; yaud for bath 26d SRRen haths ERnal suenlatent pradels dncluded in i s phataautial
rRsucts Sradkets T heqth sars, tapes foy medical puposes RaRaHIEES
Bialsamioues & usaes medical handanss & usaes medical bandages slastiouss now s santé: ackiits pour e bain
A yzage medical, sek de bain, prepsrations biclogigues & usage medical denuratis sanguing; eroduits chimioues
A uzaue médical prodults de disgnostc & ussos medical sliments et boizsons digtetioues 8 usage medical
substances diStélioues & uzage médicel drogues 4 usage medical lixirs (orodults phermassutinuesy
préparatinns snEymatiouss pow. prodults ohanmaceutioues: arooits pow, b condition phwsisue, & savoir prodults
pharmacedinues. newsoing de sante; hormones & usages medical boissnns, medicales: compléments medicaus,
poyr spodifs; medicaments: bauss.pow e bain ot bains oyagres; complements nuriits comers dans cefle
lazse; produts phamaceutioues, podults pow soing de santé; bandes maangtiouss & ysage. medical calmants.
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01/08/2000 Austrian Trademark

23/10/2000 Spanish Trademark
a) Cl. 29
EUROSNACKS
Granted: 07-05-2001
b) Cl. 30
c) Cl. 44

03/11/2000 Community Trademark Application
Cl. 29,30 44
EUROSNACKS
Granted: 05-12-2001

23/01/2001 International Trademark
EUROSNACKS
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EXAMPLE 2

Protection in Spain, France, United Kingdom for one class

Fees
Spain France United Kingdom Total 1
National filing
143 (*) 215 (*) 294 (*) 652
CTM flllng Flllng Reglstratlon
900 (*) 850 1.750
National filing (ES) 143 (*) [if Spain is the country of origin] + 47

[expedited examination]

+ International Registration 424 + 48 (FR) + 250 (individual fee — UK) 912
(designating FR and UK)

(*) Professional Representative



“== SUGRANES

EXAMPLE 3

Protection in Spain, France, United Kingdom AND Portugal and Benelux

Fees
Total 1 Portugal Benelux Total 2
National filing
652 79 (*) 240 (*) 971
CTM filing
+ National filing 1.750 1.750
912 48 48 1.008

National filing (ES)

+ International Registration
(designating FR, UK, PT,
Benelux)

(*) Professional Representative
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EXAMPLE 4

Protection in Spain, France, United Kingdom, Portugal, Benelux and Switzerland

Fees
Total 2 Switzerland Total 3
National filing
971 453 (*) 1.424
CTM filing
+ National filing 1.750 453 (%) 2.203
1.008 48 1.056

National filing (ES)

+ International Registration
(designating FR, UK, PT,
Benelux, CH)

(*) Professional Representative
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THANK YOU FOR YOUR ATTENTION !
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OFICINA TECNICO-JURIDICA DE PATENTES Y MARCAS
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