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A trade-mark i1s used in association with wares if the
trade-mark

1. in the normal course of trade

2. (a) Is marked on the wares themselves or on the
packages on which they are distributed, or

(b) Is In any other way associated with the wares so
that notice of the association is then given to the
person to whom the property or possession is
transferred

3. at the time of the transfer of the property or the
actual physical possession of the wares

4. in Canada (implied)
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Normal course of trade
Decided on a case by case basis

Usually manufacturer wholesaler retailer
consumer

Wares need not reach ultimate consumer
Continual

Not sweetheart deals

Not second hand sales
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Examples
Bottle caps
Labels on wares

Hang tags

Price tags

Garment labels

Candy wrappers

In store, point of purchase advertising

Catalogue use when the buyer orders wares from the catalogue
which also illustrates a product

Websites which display the wares and from which consumers
can order the wares
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Advertising unless point of purchase
Letters

Conference papers, publications, product
oulletins, news releases

Display at a trade show
Price lists
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A trade-mark is used in association with services
If the trade-mark is used or displayed in the
performance of advertising of those services

Services are not incidental sales of wares —
some members of public must receive a benefit
from the activity

A question of fact, on a case by case basis

Services need not be commercial activities —
Include non-profit charitable services, political
campaign activities
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Examples
Operation of a retall store — signage on store
Business cards

Overhead transparencies for consulting/advisory
services

Circulation of materials to social club members
Display of a mark on trains for transport services

Display of a mark on the exterior of a restaurant for
restaurant services
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The Internet

Website advertising is use if the services are
performed in Canada

Simply registering a domain name or the use of
a domain name as part of an e-mail address is
not trade-mark use
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No requirement that registered trade-mark be
nationally used — registration can be based on
localized use

Reputation of unregistered trade-marks
generally geographically restricted to area where
used — unless trade-marks have a
geographically broader reputation
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Deviation Is the difference between a trade-mark as
registered and used

Common allegation in section 45 proceedings

Test: compare the mark as registered with the mark as
used and determine whether the differences between the
two marks are so unimportant that an unaware
purchaser would be likely to infer that both marks identify
goods/services having the same origin
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Registered Use?
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Registered

Deviation: Variation

Used

Use?

YES



Non-use & cancellation

Non-use cancellation proceedings are covered
by Trade-marks Act, s. 45

Once a trade-mark has been registered for three
(3) years, any person may request that the
Registrar of Trade-marks require the owner to
submit evidence of use

Relevant period is from three (3) years
preceding the date of the s. 45 notice



Non-use & cancellation

Failure to submit evidence of use leads to
automatic expungement

Activity occurring after the date of the s. 45
notice signifying an intention to resume use Is
usually given little weight — can be detrimental
due to adverse inference

Non-use may be justifiable under certain
circumstances e.g. an inability to sell a product
or provide services until regulatory standards
are satisfied or the infrequent occurrence of an
event in Canada



Licensing

Use by a licensee is considered use by the trade-mark
owner if the owner has direct or indirect control of the
character or quality of the wares/services under the

license
License can be oral or written, implied or explicit

Written license preferred to establish control over
character or quality of wares by owner



Licensing: sublicensing

Allowed by Trade-marks Act subs. 50(1)

Once licensee receives owner’s authority to
grant sublicenses, licensee can sublicense the
trade-mark without the owner being made a
party to the sublicense

BUT the owner must still have direct/indirect
control of quality/character of wares and/or
services and trade-mark use



Rebuttable presumption

There Is a rebuttable presumption of control
where public notice has been given of the
identity of the trade-mark owner and the
existence of the license

E.g.: “Trade-mark X Is used under license from
A Co.”



Licensing: control

Mere statements that a license exists Is
Insufficient to demonstrate control

Licensor must evidence facts to establish the
nature and extent of control exercised under the
license

Licensor should keep written reports evidencing
Its Inspections, submissions and analysis
regarding quality of wares and services



Licensing: control

Examples
— Providing licensee with product

— Analyzing product samples provided by
icensee

— Inspection of manufacturing

— Reviewing information regarding raw
materials




Licensing: related companies

Relatedness of companies insufficient to indicate
licensing relationship between the parties

Owner must establish the existence of an actual
license with a subsidiary and control over the

guality of the wares or services provided by the
subsidiary in association with the licensed mark

Control “merely by share ownership” insufficient
In parent-subsidiary relationships



Thank you. Questions?



