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Why Design Protection?
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Basis:

,National“ Laws and Regulations

,European Level*

Directive 98/71 EC of the European Parliament and of the
Council of 13 October 1998 on the legal protection of designs

Council Regulation No 6/2002 EC of 12 December 2002 on
Community designs
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What can be protected by a Design-Patent ?

The outward appearance of a product

which results from the lines, contours, colour,
shape, texture, materials and its ornamentation.
any industrial and handicraft item

2-dimensional or 3-dimensional
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Examples:

lines

contours
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Kind of Design Protection in the EC

Registered Community Design - RCD

Afforded from application date — Applications have been
accepted since 1 January 2003

May be in force up to 25 years
Unregistered Community Design - UCD

Protection from the first publication within the EC after 6 March
2002

Protection for 3 years
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Unregistered Community Design - UCD

Will only be available if the first publication of the design has
been made within the EC community

May be difficult to prove if the first publication took place at a
fair/exhibition etc.
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Rights Conferred / Scope of Protection

A Design-Patent gives the owner

the exclusive right to use the product within scope
of protection

and to stop unauthorised use by third parties.
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Rights Conferred / Scope of Protection

Infringing acts are
producing,
offering,
selling,
Importing/exporting,
using
or stocking an infringing product.

(Not: private use, experimental or educational use)

An infringement is every design which gives the same overall
Impression as the protected Design-Patent.
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Rights Conferred / Scope of Protection

RCD

Sole right to use the design or similar designs and to prohibit others
from using the design without consent

UCD

Right to prohibit use, which is a result of the copying of the
protected design

independent creations from a designer made in “good faith” are not
considered USE
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Requirements for Protection

Novelty:

No identical design previously disclosed
before filing at the Patent Office

(world-wide publications).
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Requirements for Protection - Novelty

e Publications are
lectures, publications in journals or magazines, exhibitions,

presentations, samples delivery, use in trade,
meetings with third parties etc.

« except where these events could not reasonably have become

known
iIn normal course of business
to the experts in the sector concerned, operating within

the European Community
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Requirements for Protection

Novelty

Individual Character:

A design shall be considered to have individual
character
If the overall impression it produces
on the informed user
differs
from the overall impression
produced by any other published design .
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Designs excluded from protection:

Design dictated solely by the technical function of the product
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Designs excluded from protection:

Computer programs (software)
but registrable e.g. computer icons, screen images etc.

Windows

ST BN
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Designs excluded from protection:

Designs of interconnections (must-fit)
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Session 1.7 — Spare Parts

Designs excluded from protection:

Non-visible component parts of a complex
product (not visible during normal use)
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Designs excluded from protection:

Designs in breach of public order or morality
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Designs excluded from protection:

No enforcement of protection for spare parts - at present
(although registered as Community Designs)

(parts of a complex product used for the purpose

of repair of that complex product as to restore

in its original appearance) — Art. 14
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Article 14: Transitional provision

Until such time as amendments to this Directive are adopted on a
proposal from the Commission in accordance with the provisions of
Article 18, Member States shall maintain in force their existing legal
provisions relating to the use of the design of a component part used for
the purpose of the repair of a complex product so as to restore its
original appearance and shall introduce changes to those provisions
only if the purpose is to liberalise the market for such parts.

“freeze plus” clause
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Article 18: Revision

Three years after the implementation date specified in Article 19 (i.e. 28
October 2004), the Commission shall submit an analysis of the
conseqguences of the provisions of this Directive for Community industry, in
particular the industrial sectors which are most affected, particularly
manufacturers of complex products and component parts, for consumers,
for competition and for the functioning of the internal market. At the latest
one year later the Commission shall propose to the European Parliament
and the Council any changes to this Directive needed to complete the
iInternal market in respect of component parts of complex products and any
other changes which it considers necessary in light of its consultations with
the parties most affected.
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Spare part or not?

Genuine wheel ,COpy“ wheel

Genuine wheel ,copy“ wheel
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Spare part or not? — Functionality? Distinctiveness/individual character?

v Vi

Gerhard Bauer, DaimlerChrysler AG 23




DAIMLERCHRYSLER

Spare part or not?
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Design Patents — complete product: is this sufficient?
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Session 1.7 — Spare Parts

This i1s what we discovered!
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Session 1.7 — Spare Parts

Comparison
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Comparison
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Further example
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Cancellations refused for lack of similarity
(overall appearance)
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cancelled
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This is the answer:
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Design filing strategies

O

Entire vehicle Front lights

Front part of a vehicle Roof



(Additional) protection by trade marks?

But: Decision of the German Patent and Trademark Court of Appeals

(Bundespatentgericht) of 20 October 2004 in the case of cancellation of a 3D-

trademark for an engine hood (BMW):
- lack of distinctiveness as well as functionality
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Combined protection through ...

... patents
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... design patents

... trade marks
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Protection of spare parts by
protecting their packaging
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Design Patent

+

Device mark
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Status:

According to Article 18 of the Directive the European Commission ordered a
study (Technopolis study) on

Impact assessment of possible options to liberalise the
aftermarket for spare parts

The study looks especially into the following options:

e Maintaining the status quo

o Liberalisation” i.e. removal of spare parts protection
* Term limited protection for spare parts
 Remuneration system

e Combination of term limitation and remuneration
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Complete study to be found at:
http://oami.eu.int/en/office/pdf/spare.pdf
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Further developments:

The European Parliament is looking into the matter
Different responsibilities within the parliament
lead by legal committee

consumer affairs committee wants to push forward without
waiting for the results of an additional study requested

Legal committee favours a ,compromise* solution
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To be remembered:

» Spare parts exclusion from design protection
» does undermine the concept of IP in general

* is not limited to automotive parts (although the discussion
Is focussed on the automotive industry)

« and even if focussed on automobile parts it concerns only
very specific parts (visibility requirement)
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Thank you
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