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Decisions on whether to oppose or otherwise challenge another person's trademark must take into account multiple factors -- both business and legal. Certainly there is no formula to determine when to object and when to take no action. The process is as much an art as it is a science.

When trying to determine whether to oppose or cancel an arguably confusing similar trademark, a trademark owner must first ask itself what is the trademark it is seeking to protect and how important is it to the business. A mark owner will often have a greater interest in taking an aggressive position when trying to protect its house mark than it would when protecting the name of a single product or service. If the mark is well known or famous, the owner may well seek to carve out an even broader zone of protection.

A trademark owner considering an opposition must also consider what the outcome is likely to be. At a minimum, this requires the trademark owner to consider the likelihood of prevailing in an opposition and the well known factors that determine whether a likelihood of confusion exists. However, even if the chances of winning are questionable, a trademark owner may still perceive that bringing an opposition will allow the achievement of other objectives, such as the negotiation of limitations as to the form in which the mark is used or registered or the goods and services for which the mark will be registered or used. Also to be considered is whether an unfavorable decision in an opposition could have consequences going beyond the registration of a confusingly similar mark. Such undesirable outcomes could include an unfavorable precedent involving an important mark, a finding that the opposed mark in fact has priority over the opposer's mark or a challenge to the opposer's registration based upon lack of use or distinctiveness.
The trademark owner confronted with a potentially similar mark should also consider alternatives to an opposition, including initiation of a court action, transmittal of a warning letter or adoption of a "wait and see" approach. Considerations of relative cost, the relief offered, the scope of a fact finder's review of the issues, and the likelihood of success will make different options seem more or less favorable, depending upon the circumstances presented. 
A mark owner's decision to challenge another person's existing registration based upon non-use or non-distinctiveness involves its own set of factors. Most important is the threat that the existing registration poses to the trademark owner. If a third party registration could block a trademark owner's ability to register or use a mark, the owner will have a strong tendency to try to cancel the registration for non-use, where possible. Likewise, if a registration of an arguably non-distinctive term threatens a person's ability to use that term descriptively or as part of its own mark, a strong incentive will exist to seek to cancel the registration of the mark on grounds of non-distinctiveness. Where the threat posed by such a mark is less certain, the person might elect to defer action against the registration until the magnitude of the threat is clearer. However, any such decision must take into account statutory limitation periods for attacking a registration on grounds of non-distinctiveness.
A trademark owner's success in its opposition or cancellation strategy depends upon a clear identification of its business objectives, a thorough gathering of facts concerning both the mark to be challenged and its own mark, an understanding of the legal environment and a careful analysis of the interplay of the law and facts to determine how best to achieve its business objectives.
