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FICPI Ninth Open Forum, Lisbon, November 2-5, 2005

Presentation 2.3 – Medical Use Claims

Outline of Talk by Anne Schouboe, FICPI DK
(1)
Presentation by Leonard of “hypothetical” inventor/company discovery related to a new use of a known drug
My goal is to provide the audience with an understanding of which types of inventions related to a new use of a known drug can be patented and the patents enforced in Europe. Further, I would like to share with the audience some results of the questionnaire regarding patenting and enforcement of medical use claims, in particular the results regarding Japan and South Africa.

Claim format

EP – Art. 52(4) - background for the Swiss claim format

A few examples of inventions which can be patented in the second medical use format in the EPO

Enforcement of second medical use claims
France (No case law)
Germany (await response from colleague regarding whether there are more recent decisions than Klinische Versuche I and Klinische Versuche II)

Great Britain and the Netherlands

No published case law on enforcement of a second medical use claim on marketing of the second medical use by a competitor. Case law has focused on the validity of second medical use claims which include what amount to method of administration steps: 

BMS v Baker Norton (Taxol)


Merck v Teva (Alendronate)


BMS v Yew Tree


American Home Products v Novartis


Monsanto v Merck (Rapamycin)


Claim format outside Europe

Table of results of questionnaire 

Japan

1st medical use: 

I) Pharmaceutical composition format

II) Use format claims are also acceptable

2nd medical use:

Pharmaceutical composition format limited by the second use

Enforcement of second medical use claims outside Europe

Japan – No case law on enforcement of a second medical use claim

South Africa - Elan Transdermal Ltd v Ciba-Geigy (Pty) Ltd.
(15 minutes)
(2) Presentation by Leonard of “hypothetical” inventor/company discovery related to isomers and prodrugs

My goal is to provide the audience with an understanding of which inventions related to isomers and prodrugs can be patented in Europe and Japan
(5 minutes)

(3) Presentation by Leonard of “hypothetical” inventor/company discovery related to a diagnostic method

My goal is to provide the audience with an understanding of which inventions related to diagnostic methods can be patented in Europe and Japan

EP

Conflicting decisions – referral to the Enlarged Board of Appeal as G1/04

JP

Prepare review on the basis of response provided by colleague in questionnaire

(10 minutes)
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