
SEARCHING IN THE COMPUTER AGE
DOES IT MAKE SEARCHING EASIER - YES
For the month of august 2004 the European Patent Office Espacenet database entered 

38191 US patents, 17902 EP and WO/PCT and 13405 GB, DE and FR, plus many 

others.
With the large number of entries every month searching would be impossible without 
computer databases.
ARE SEARCHES MORE RELIABLE?

I feel that compared with the old manual systems yes of course they are.

BUT with the increase in the number of patents issued every year the percentage of 

wrongly classified patents must increase as the patent offices employ more staff.
These vast numbers of patents also mean that some individual headings under IPC are 
also impossible to search without the use of keywords to make the numbers workable,

For example one of the largest headings is G06F 17/60 which maximises out at 
100,000 entries and even if you restrict the search to US, EP and WO it is still 33,489.

I have been searching patents for 40 years from which one thing has become apparent 
with the new systems available to us is I now wonder how much we missed under the 
old systems of searching manually.
There are many searching databases available some of which are very expensive to 
use or even browse through. I prefer to use the free systems available from USPTO, 
ESPACENET and DEPATIS

I feel that by learning to use a smaller number of databases, you will remember the 
different formats required to use them in complex strategies and even simply 
remembering how to input a PCT number correctly to inspect a patent specification.
You have to point out to clients requiring searches the vast number of patents 
involved, as lay clients are often under the impression that you only have to push a 
few buttons and all will be revealed exactly to their inventive step.
Which is a term they would not comprehend in any case.

All searching comes down to one thing COST, if not cost time. The only reason you 
use a searcher is that their hourly rate is cheaper than yours or if they know their job 
they can advise you on a strategy to conduct a search within your clients budget
WHAT ONUS DOES THE PROFESSION BEAR?

DO THE WARNINGS IN YOUR LETTER QUALIFY THE ADVICE SUCH THAT THE OPINION IS MEANINGLESS?

In answer to this, the only 100% search is when you have found a positive result with 
a complete knock or Gillette defence.

If this is not the case you may never know of that hidden patent with the disclosure in 
column 36, line 50 to 55 or that claim 55. Remember no searcher reads every line of 
every patent inspected.
You as agents can only advise your clients that you have searched the most obvious 
headings, and/or keywords and point out the numbers involved and the restriction of 
the search, i.e. tell them exactly what has been searched within the budget and warn 
them of the human factor and the possible hidden patent classified in another heading, 
because of the wording of the specification.

If the whole world used the same classification and the same parameters in using it, 
i.e. to classify to the inventive step and the subject disclosed in the patent, with more 
cross-referencing between headings then we may have a chance of a 75% reliable 
search. 

However, this will not happen in may life time.

I can show you examples of a patent family in which the US, GB and EP/WO are all 
classified under different headings by three different patent offices.

The major problem I have is a US originating WO/PCT and US patents which are 
classified by a US examiner. The examiner classifies the US application under the US 
classification then uses a concordance to list the IPC on the patent, which in turn is 
then used by the database systems. If we are lucky a corresponding EP, GB, DE etc 
may then put the correct IPC on the patent family entry. I should add that this problem 
was put to a senior US examiner at one of our institute patent jamborees in London 
two years ago to which he replied that they are aware of the problem but that is for the 
future and will not help pick up that old relevant patents.
One way I have found to get around this problem is to search via ECLA, which for 
those of you who do not know is a refined version of IPC. <screen>

For example a search on handles for holding carrier bags which are classified under 
IPC A45F 5/10 lists 995 hits, but under the refined ECLA headings A45F5/10H2 
or A45F5/10H2G there are only 308 hits, a difference of 607. The search was therefor 
conducted under the smaller ECLA headings which revealed a complete knockout.

Obviously not all searches are as clear cut as this example. I nearly always search via 
IPC and ECLA with a combination of IPC and keyword and ECLA for picking up the 
odd US etc reclassified by the EPO.
The only problem when searching ECLA combined with IPC is that as far as I am 

aware it can only be searched via the ESPACENET database, also you cannot expand 
or truncate with ECLA the way you can with IPC, for example A45F5 will pick up all 
8 headings under A45F5 which may then be restricted with keywords <screen>

So remember when using ECLA always enter the full press mark and then keywords 
if required

Invalidation Searches

I am sure we all start by obtaining a patent family on the patent under search and look 
at all the citations. I would then select the closest prior art and compare IPC and 
ECLA with the search headings of the patent under search to see if there is any 
classification that has not been searched. <screen>
One should also look at the citation on the closest art and also the forward 
citations for those patents and maybe the patent under search.

By forward citations, I mean those patents on which the patent under search or others 
have been cited. These can be obtained via DERWENT INNOVATIONS INDEX 
under "citing patents" and via USPTO by entering REF/ and the number of the US 
patent.

If any of these patents are relevant you should look at the citation. By this method you 
will probably use the searches of several different examiners from more that one 
patent office.

Novelty / Infringement Searches

Always start with a preliminary search via keywords and if possible a broad IPC 
heading.

The main databases I use are ESPACENET and USPTO they are both free. For 
novelty ESPACENET is the most obvious as it goes back further than others such as 
DERWENT and has a worldwide coverage <screen>
This is version 2 of ESPACENET but the same principle can be used on version 3.
B01D53 covers 54 sub-headings for separating gases etc

F01N3 covers 31 sub-headings for exhausts etc

<screen>

Note different IPC from US and reclassified by EPO under B01D53 
Remember to learn from what you read in the abstracts as you may find keywords you 
had not thought of in your original strategy. All areas of technology have their own 
pet keywords. So check for additional classification and keywords.
For corresponding searches I would always use two databases ,i.e. ESPACENET
III Inpadoc patent family and DERWENT INNOVATIONS INDEX. For non-
convention cases check via the inventor and if too many add an IPC heading but only 
expanded.

I could go on for hours about the pit falls of searching, but I don’t want to bore you 
anymore, However I hope I may have help you have a clearer understanding of 

searching problems.

